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Recent court decisions have upheld the copyrightability of machinereadable computer programs.' Relying on these cases, the computer in1. See, e.g., Apple Computer, Inc. v. Formula Int'l Inc., 725 F.2d 521 (9th Cir. 1984);
Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir. 1983); Micro-
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dustry has attempted to obtain both patent and copyright protection for
computer programs and to obtain patent protection for processes and
2
apparatus which utilize these copyrighted programs.
This Article explores the overlap of patent and copyright protection
for computer programs and suggests that a programmer should be required to elect one form of protection over the other when a program
qualifies for both patent and copyright protection. The argument that
an election should be required is premised upon two separate, yet interrelated grounds. First, the fact that copyright protection extends for a
longer period than patent protection means that copyright protection
operates as an unauthorized extension of the patent grant, preventing
the program from becoming part of the public domain after the patent
has expired. Patent and copyright protection can be viewed as a contract between the public and the inventor or author. In consideration of
the protection provided, the public receives the benefit of disclosure by
the owner of the patent or copyright. When concurrent patent and
copyright protection (hereinafter "multiple protection") allows a
programmer to withhold a portion of his invention from the public even
after the patent has expired, there is a failure of consideration for the
original patent grant. In addition, multiple protection will also be analyzed as an attempt to extend a patent grant through private agreement
and as a form of "double patenting"-both of which the Supreme Court
has disallowed.
The second argument for an election of protection follows from the
first. Because the term of copyright protection extends well beyond
that of patent protection, the constitutional purpose of promoting the
progress of the useful arts is hindered by concurrent patent and copyright protection for the same work. Multiple protection provides little,
if any, added incentive to programmers, thus dispelling the myth that
SPARC, Inc. v. Amtype Corp., 592 F. Supp. 33 (D. Mass. 1984); Hubco Data Prods. Corp. v.
Management Assistance Inc., 219 U.S.P.Q. (BNA) 450 (D. Idaho 1983); Tandy Corp. v. Personal Micro Computers, Inc., 524 F. Supp. 171 (N.D. Cal. 1981). But see Samuelson,
CONTU Revisited. The Case Against Copyright Protection for Computer Programs In
Machine-Readable Form, 1984 DUKE L.J. 663, in which Professor Samuelson makes a
strong argument against the copyrightability of computer programs because of their utilitarian characteristics and the minimal disclosure requirements for copyright protection.
It is not the intent of this author, nor is it within the scope of this Article, to enter
the ongoing fray over the copyrightability of computer programs. This Article assumes,
however, consistent with the case authority, that programs are, and will continue to be,
copyrightable.
2. Software companies routinely place a copyright notice in the running code; in the
machine-readable code, so that the notice will print out if a "core dump" is made; on the
exterior of the chip or disk containing the machine code; and on the software documentation. This is done even though the software company is also seeking patent protection for
aspects of the program. Letter from John C. Lautsch, Chairman, ABA Computer Law
Division, to Michael J. Kline (Mar. 10, 1985).
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more protection creates more invention. Multiple protection hinders
the progress of technology by limiting the usefulness of a program and
increases the likelihood of technological stagnation.
Section I of this Article presents an overview of the early cases
dealing with multiple protection in the context of design patents and
copyrights for articles of manufacture. These early cases required an
author/inventor to elect either patent or copyright protection, thus giv3
ing birth to the "election of protection" doctrine. In Mazer v. Stein,
the Supreme Court expressly declined to resolve the issue of the doctrine in that case. Only one reported case, In re Yardley,4 has flatly rejected the election of protection doctrine. This Article will discuss the
shortcomings of the Yardley decision.
Section II analyzes two cases that address the overlap of utility patents and copyright. These cases suggest that there is no overlap in patent and copyright protection. If a work is considered part of a machine,
it is only entitled to receive patent protection. A copyright on the work
would have the effect of creating a monopoly on the machine beyond
the term created by the patent laws.
Section III demonstrates the two circumstances in which computer
programs are afforded multiple protection. The first involves a program which has been copyrighted and is also protected, in whole or in
part, by one or more patents. The second situation occurs when a copyrighted program is implemented as a vital element of a patented process
or apparatus.
Section IV presents the central thesis of this Article, that multiple
protection should not be permitted for computer programs, and that an
election of protection should be required.
Section V provides some practical insights into creating and implementing an election of protection scheme. Often, patent protection is
superior to copyright protection. Patents provide broader protection,
provide a greater potential for monetary recovery for infringement, and
allow fewer defenses for infringement than does copyright. Copyright,
however, offers an alternative for those who cannot afford the much
more expensive and time-consuming process of obtaining a patent. It is
also easier to prove damages under the copyright laws than under the
patent laws.
In implementing an election of protection scheme, one should be
permitted to make a provisional copyright election while a patent application is pending. An election would not need to be made until a patent
issued. A subsequent finding that the patent is invalid should not leave
the programmer without protection. Copyright protection should be
3. 347 U.S. 201 (1954).
4. 493 F.2d 1389 (C.C.P.A. 1974).
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permitted to resume, though the protection period should be shortened
by the amount of time that the invalid patent was in force.
I.

THE DESIGN PATENT/COPYRIGHT OVERLAP CASES

No court has yet to rule on the election of protection doctrine with
respect to computer programs. The doctrine has surfaced, however, in
the context of the design patent/copyright overlap for articles of manufacture. A review of these cases will be helpful in understanding the
arguments against multiple protection for computer programs.
The early design patent/copyright cases demonstrate that the
courts were uncomfortable with the doctrine of multiple protection.
The courts probably saw the apparent inequity of permitting two distinct forms of protection to flow to the same work; however, they were
slow to articulate any meaningful rationale for requiring an election of
protection. The courts were not troubled that one work might qualify
for two forms of protection; they were troubled that the patent/copyright owner might try to enforce both forms of protection. Thus, the
rule evolved that a patentable work is not barred from copyright protection merely because it is patentable, and a copyrightable work is not
barred from patent protection merely because it is copyrightable. But,
the owner of a work which qualifies for both forms of protection is required to elect one over the other. This rule stood undisturbed for over
sixty years until the Court of Customs and Patent Appeals decision in
In re Yardley, permitting both design patent and copyright protection
for the same work. Before these cases can be explored in greater detail,
a brief inquiry into the nature of design patents is necessary.
A.

THE NATURE OF DESIGN PATENTS

Congress passed the first design patent legislation in 1842 in order
5
to fill what was perceived to be a gap in the intellectual property laws.
6
Gorham Co. v. White was the first Supreme Court case to deal with
design patents. The Court in that case stated that "[t]he acts of Congress which authorize the granting of patents for designs were plainly
intended to give encouragement to the decorative arts. They contemplate not so much utility as appearance, and that, not an abstract impression, or picture, but an aspect given to those objects mentioned in
the acts. ' '7 The critical distinction between design patents and utility
5. See 1 D. CHISUM, PATENTS § 1.04[1], at 1-113 (1984). Present-day design patent

laws are found at 35 U.S.C. §§ 171-173, 289 (1982).
6. 81 U.S. (14 Wall.) 511 (1872). In Gorham, the defendant's silverware pattern
closely resembled the plaintiff's patented design.
7. 81 U.S. at 524-25. See also Stein v. Expert Lamp Co., 188 F.2d 611, 613 (7th Cir.),
cert. denied, 342 U.S. 829 (1931): "The purpose of the design patent law ... is to promote
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patents is that of ornamentation versus functionality.8 A work must be
useful to qualify for a utility patent.9 A design, on the other hand, may
not be patentable if its form is dictated solely by functional considerations. 10 Thus, the patentability of a design is determined primarily by
examining its appearance and ornamental qualities."
Like utility patents, design patents are only granted for works
which satisfy the statutory requirements of novelty and non-obviousness. 12 These standards, however, may be more rigidly applied in
the case of designs. 13 A design patent remains in force for a period of
fourteen years, while a utility patent remains in force for seventeen
14
years.
The principal consideration in determining whether a design is patentable or whether the design has been infringed is the appearance of
the decorative arts and to stimulate the exercise of inventive faculty in improving the appearance of articles of manufacture."
8. See generally 1 D. CHISUM,supra note 5, § 1.04[2], at 1-117. For an in-depth comparison between design patent and copyright protection, see Pogue, Borderland--Where
Copyright and Design PatentMeet, 52 MICH. L. REV. 33, 36-37 (1953).
9. 35 U.S.C. § 101 (1982) states: "Whoever invents or discovers any new and useful
process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of
this title."
10. See generally 1 D. CHISUM, supra note 5, § 1.04[2], at 1-117. Compare Falcon Indus., Inc. v. R.S. Herbert Co., 128 F. Supp. 204 (E.D.N.Y. 1955) (design patent for tobacco
pipe valid because design did not cover function of the pipe) with Circle S Prods. Co. v.
Powell Prods., Inc., 174 F.2d 562 (7th Cir. 1949) (design patent on photographic lamp
holder invalid because design was functional).
One of the reasons a design patent will not be granted for primarily useful works is
that such a patent would grant a monopoly on functional features that fail to meet the
standards of inventiveness required for a utility patent. 1 D. CHISUM, supra note 5,
§ 1.04[2], at 1-125. If, however, a work can be separated into ornamental and utilitarian
components, the utilitarian aspects of the work will not bar a design patent on the ornamental component. Id. at 1-123 to -124 & n.21.
11. The importance of a design's appearance for purposes of obtaining design patent
protection is underscored by a line of cases which invalidated design patents on works
which, when in normal use, would be hidden from view. See, e.g., Etter v. Watson, 147 F.
Supp. 511 (D.D.C. 1957) (design patent on heat exchanger coil not proper where coils, enclosed in reaction tank, were hidden from view).
12. 1 D. CHISUM, supra note 5, § 1.04[2], at 1-117.
13. See Gambrell, Mechanical and Design Inventions: Double Patenting Rejection
and the Doctrine of Election, 45 N.Y.U. L. REV. 441, 453 & n.64 (1970). See also 1 D.
CHISUM, supra note 5, § 1.04[2], at 1-129 & n.42.
14. Prior to 1982, design patents were granted for 31/2, 7, or 14 years, depending on the
amount of the fee paid. The Act of Aug. 27, 1982, Pub. L. No. 97-247, 96 Stat. 317 (codified
at scattered sections of 35 U.S.C.), abolished the optional payment/protection schemes.
Currently, all design patents are issued for a 14-year term. 35 U.S.C. § 173 (1982). Utility
patents, on the other hand, are granted for 17 years. Id. § 154.
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the design. 15 The test for infringement of a design patent is whether an
ordinary observer would find the patented design and the alleged infringer's design substantially similar in appearance. 16 In addition to the
other remedies provided by the general patent laws, 17 the holder of the
design patent is entitled to recover the infringer's profits.' 8
B.

THE EARLY CASES-ELECTION REQUIRED

The early design patent/copyright cases were unanimous in holding
that an election would be required where a single work might qualify
for both patent and copyright protection. Louis De Jonge & Co. v.
15. The basic consideration in determining the patentability of designs over prior art
is similarity of appearance. 1 D. CHISUM, supra note 5, § 1.04[2][e], [f].
16. Gorham Co. v. White, 81 U.S. (14 Wall.) 511, 528 (1872). The test was stated thus:
[I]f, in the eye of an ordinary observer, giving such attention as a purchaser usually gives, two designs are substantially the same, if the resemblance is such as to
deceive such an observer, inducing him to purchase one supposing it to be the
other, the first one patented is infringed by the other.
The copyright laws protect only against copying, as contrasted with the design patent
laws, which grant the patentee a monopoly on the appearance of the work. See Note, Protecting the Artistic Aspects of Articles of Utility: Copyright or Design Patent?, 66 HARv.
L. REV. 877, 884 (1953). In Fulmer v. United States, 103 F. Supp. 1021 (Ct. Cl. 1952), the
plaintiff had a copyright on the design of a parachute. The government began producing a
camouflaged parachute, which was similar in appearance, yet could not be termed a
"copy" of the plaintiff's chute. The government's chute therefore did not infringe the
plaintiffs copyright, but may have infringed a design patent on the same design, had one
been obtained, due to the similarity in appearance. Another distinction between copyright
and design involves proof of infringement. A design patentee needs only to prove similarity. A copyright holder must prove substantial similarity and that the defendant had access to the copyrighted work. 3 M. NIMMER, NIMMER ON COPYRIGHT § 13.01[8] (1984).
17. Generally, a patentee who proves infringement has several statutory remedies, including an injunction against the infringer. 35 U.S.C. § 283 (1982). In addition, compensatory damages may be awarded and may be trebled in extreme cases. Id § 284. See also
infra notes 264-68 and accompanying text. Attorney's fees may also be rewarded in "exceptional cases." 35 U.S.C. § 285 (1982).
18. 35 U.S.C. § 289 (1982) provides:
Whoever during the term of a patent for a design, without license of the
owner, (1) applies the patented design, or any colorable imitation thereof, to any
article of manufacture for the purpose of sale, or (2) sells or exposes for sale any
article of manufacture to which such design or colorable imitation has been applied shall be liable to the owner to the extent of his total profit, but not less
than $250, recoverable in any United States district court having jurisdiction of
the parties.
Nothing in this section shall prevent, lessen, or impeach any other remedy
which an owner of an infringed patent has under the provisions of this title, but
he shall not twice recover the profit made from the infringement.
The second paragraph of § 289 seems to suggest that a design patentee may obtain both
damages and infringer's profits, to the extent profits are not used in calculating damages.
At least one court, however, has held otherwise. See Bergstrom v. Sears, Roebuck & Co.,
496 F. Supp. 476, 494 (D. Minn. 1980).
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Breuker & Kessler Co.19 was the first case to consider the overlap of design patent and copyright protection. 2 0 The court recognized that
although certain works may be the subject of both the patent and copyright laws, those laws are so different in scope as to be mutually exclusive. Thus, it was held that the author or inventor must elect one form
of protection over the other.
The plaintiff in Louis De Jonge had obtained a copyright on a water
color painting which depicted an array of sprigs and branches of holly,
mistletoe, and spruce.2 1 The design was never intended to be reproduced as a painting; instead, the design was intended to be printed on
gift wrapping paper.22 The defendant argued that this intended use prevented the painting from receiving copyright protection. It was urged
that the wrapping paper and its design, as an article of manufacture,
23
could only be protected, if at all, by design patent.
The court disagreed that the intended use of the work had any effect on the type of protection for which the work could qualify, noting
that "when the painting left the artist's hand, it was of such a character
as made it eligible either for copyright or for patenting, at the option of
the author or owner. ''24 The court explained that the design patent
statute did not forbid copyright protection for the work in question.
Finding that the work could be classified either as an "article of manufacture" or a "work connected with the fine arts," the court concluded
that the painting could not become subject to design patent or copyright
protection "until the author or the owner decided under which statute
'25
he would protect his property.
The court suggested that although an author is free to elect either
design patent or copyright protection for a work which falls within the
subject matter of both statutes, he may not obtain both patent and copyright protection for the same work:
Since it was qualified for admission into the two statutory classes, I see
no reason why it might not be placed in either. But it could not enter
both. The method of procedure, the term of protection, and the penalties for infringement, are so different that the author or owner of a
painting that is eligible for both classes must decide to which region of
intellectual effort the work is to be assigned, and he must abide by his
19. 182 F. 150 (C.C.S.E.D. Pa. 1910), affd on other grounds, 191 F. 35 (3d Cir. 1911),
affd, 235 U.S. 33 (1914).
20. In 1910, the design patent laws applied to articles of manufacture, while the copyright laws protected works qualifying as a "pictorial illustration or work connected with
the fine arts." Louis De Jonge, 182 F. at 151.
21. Id.
22. Id.
23. Id.
24. Id.
25. Id.
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decision. [I]t can have protection in only one of these classes. The au26
thor or owner is driven to his election, and must stand by his choice.
With those words, the "election of protection" doctrine was born32
In 1927, the Court of Appeals of the District of Columbia had an
opportunity to deal with the election of protection issue for designs in
In re Blood.28 The applicant in that case sought to register a hexagonshaped hosiery ticket as a design. The ticket had previously been given
copyright protection, having been registered as a label.29 The court refused to grant a design patent for the label, reasoning that the grant of
a design patent would result in double protection, having the practical
effect of extending the design monopoly.3 0 Following the rationale of
Louis De Jonge, the court stated that the applicant could have sought
either design patent or copyright protection, but could not obtain both.
Having elected to take the copyright, the applicant had "obtained the
'z
protection thereby assured him, and he [was] bound by that election."'
Two years later, the Second Circuit dealt with the design patent/
copyright overlap in the case of Korzybski v. Underwood & Underwood,
InC.3 2 The court recognized that copyright protection could be denied
for a work protected by a design patent, because the grant of the patent
had already placed certain information in the public domain. The subject of the suit was an anthropometer, a plastic model which enabled
the study of human thought processes, such as Einstein's theory. 33 The
inventor of the anthropometer had obtained a design patent, while also
obtaining copyright protection under the then-existing statute. 34 The
defendant, having photographed the anthropometer, was charged with
35
infringing the copyright.
26. Id at 152,
27. See In re Yardley, 493 F.2d 1389 (C.C.P.A. 1974). The Yardley court characterized
the Louis De Jonge court's pronouncement as dicta and declined to apply the doctrine.
See infra notes 50-65 and accompanying text.

28. 23 F.2d 772 (D.C. Cir. 1927).
29. Id. In 1927, copyright registration of commercial prints and labels was handled by
the Patent Office. This function was transferred to the Copyright Office in 1939. See

Pogue, supra note 8, at 50 n.98.
30. Blood, 23 F.2d at 772.
31. Id.
32. 36 F.2d 727 (2d Cir. 1929).
33. Id. at 728.
34. See 17 U.S.C. § 5(i) (1909), repealed by 17 U.S.C. § 102 (1982). That section protected the work as a "drawing and plastic work of scientific or technical character."
35. Korzybski, 36 F.2d at 729. The defendant never copied the work itself. Id The
court passed on an argument by Weil, an eminent copyright scholar, that patent and copyright protection could coexist where each protected different aspects of the same work.

According to Weil:
While in doubtful cases the court will hold that presumptively the fact that a
given work is patentable is ground for holding it is not copyrightable and vice
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The court found the copyright invalid, because the pictorial representation of the anthropometer had already entered the public domain
as a consequence of the design patent application requirements. 38
When Korzybski filed his patent application and received his patent, he
had made a full disclosure of his invention and dedicated that invention
to the public, except for the rights to make, use, or sell the invention
itself for the term of the patent.37 One aspect of the invention dedicated to the public was the patent drawings. Since anyone is permitted
to copy patent drawings, the court found that the defendant's photograph of the invention was not an infringement, holding that the invention was "an embodiment of the drawings of the patent. '38
Thus, the Korzybski case stands for the proposition that one who
has filed a design patent application, and received a patent as a result,
may not later seek copyright protection for his invention as expressed
in the application drawings. Once the patent issues, the drawings have
become part of the public domain.39 This holding has been codified by
Copyright Office rules, which provide that a copyright will not be registered for a work depicted in the drawings of an issued patent. 40
versa it seems that there is no rule of law nor is there any consideration of public
policy which will prevent the issuance of both a copyright and a patent to cover
the same work in its different aspects in a proper case .... A novel household
utensil may be molded by a great sculptor. Its form may be artistic in the highest
degree, its machinery may show the qualities necessary to patentability, its use
may be purely utilitarian and it may be so constructed as to be one inseparable
unit. In such event it should be both copyrightable and patentable.
A. WEIL, COPYRIGHTS 84-85 (1917). The court declined to apply the theory, finding that in
design cases "there seems no room for distinction." Korzybski, 36 F.2d at 729. The Weil
view is of questionable value today, where the utility of a work generally represents the
point of demarcation separating patentable subject matter from copyrightable subject
matter. Copyright protection ordinarily does not extend to ornamental designs of useful
objects. See 1 D. CHISUM, supra note 5, § 1.04[5], at 1-155. See also Esquire, Inc. v. Ringer,
591 F.2d 796 (D.C. Cir. 1978) (housing for lamp fixture not copyrightable subject matter).
But see Kieselstein-Cord v. Accessories by Pearl, Inc., 632 F.2d 989 (2d Cir. 1980) (design
for belt buckle copyrightable subject matter).
It could be argued that computer programs could be separated into their patentable
and copyrightable components, thereby permitting combined protection for each component. Such feeble attempts at separation are rather meaningless, however, in the case of
computer programs, whcre the "expression" is uniquely, and often primarily, utilitarian
in nature. See infra note, 148-54 and accompanying text.
36. Korzybski, 36 F.2d at 729. According to the court, "[t]he copyright was invalid, because the subject matter had become a part of the public domain when complainant filed
the prior application which resulted in the grant of his patent."
37. Id The court said, "[t]he public had the right to information disclosed in his patent and the right to use and copy the text and diagrams."
38. Id
39. In the court's words, "[a]n inventor who has applied for and obtained a patent
cannot extend his monopoly by taking out a copyright . . . on what he has already
diagrammatically disclosed." Id
40. The Copyright Office Rules provide in § 202.10:
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MAZER V. STEIN-THE SUPREME COURT REMAINS NEUTRAL ON THE
ELECTION OF PROTECTION ISSUE

After Korzybski, few reported cases 41 dealt with the design patent/
copyright interface issue until 1954. In 1954, the Supreme Court decided the landmark case of Mazer v. Stein.42 The plaintiff, Stein, had
43
obtained a copyright on a statuette depicting dancing figures.
Although Stein sold a few of the copyrighted works as statuettes, his
primary intention was to use the statuettes as lamp bases. 44 Mazer was
(a) In order to be acceptable as a pictorial, graphic, or sculptural work, the
work must embody some creative authorship in its delineation or form. The registrability of such a work is not affected by the intention of the author as to the
use of the work or the number of copies reproduced. The potential availibility of
protection under the design patent law will not affect the registrability of a pictorial, graphic, or sculptural work, but a copyright claim in a patent design or in
the drawings or photographs in a patent application will not be registered after
the patent has been issued.
(b) A claim to copyright in a scientific or technical drawing, otherwise registrable as a pictorial, graphic, or sculptural work, will not be refused registration
solely by reason of the fact that it is known to form a part of a pending patent
application. Where the patent has been issued, however, the claim to copyright
in the drawing will be denied copyright registration.
37 C.F.R. § 202.10(a), (b) (1985). But see Clarke v. G.A. Kayser & Sons, Inc., 472 F. Supp.
481, 483 (W.D. Pa. 1979), affd mem., 631 F.2d 725 (1980) (37 C.F.R. § 202.10 found unclear-court declines to base its dismissal of the copyright on the argument that a picture
of the copyrighted glove appeared in patent application).
41. Two other decisions passed on the issue during the 24-year period between the
Korzybski and Stein decisions. In Jones Brothers Co. v. Underkoffler, 16 F. Supp. 729
(M.D. Pa. 1936), the court dealt with the issue in the context of cemetery monuments.
The court said, "[t]he Design Patent Law and the Copyright Law afford different types of
protection.... In a case which comes under either statute, it becomes a matter of choice
by the author or owner whether he will seek protection under the patent or copyright
law." Id. at 731.
In 1952, the Patent Office Board of Appeals held that copyright registration for a design as a work of art bars the grant of a design patent for the same design. Ex parte
Guild, 98 U.S.P.Q. (BNA) 464 (Pat. Off. Bd. App. 1952). In Guild, the applicant had obtained copyright protection on an ornamental roof design. On appeal, the Court of Customs and Patent Appeals affirmed the Board's decision denying patentability on different
grounds, finding that the roof lacked the degree of invention necessary for a design patent. 204 F.2d 700 (C.C.P.A. 1953). The C.C.P.A. effectively overruled the Guild decision
in In re Yardley, 493 F.2d 1389 (C.C.P.A. 1974). Yardley held that the election of protection doctrine, as applied to the design patent/copyright situation, to be contrary to congressional intent and declined to follow it. See infra notes 50-65 and accompanying text.
42. 347 U.S. 201 (1954). Actually, the Stein Court avoided passing directly on the election of protection issue, deciding the case on a narrower ground. Id. at 217. See infra
notes 46-49 and accompanying text.
43. Mazer, 347 U.S. at 202.
44. Id. at 203. The Court rejected the argument that this intended use barred
copyrightability for the statuette: "We find nothing in the copyright statute to support
the argument that the intended use or use in industry of an article eligible for copyright
bars or invalidates its registration. We do not read such a limitation into the copyright
law." Id. at 218.
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accused of infringing Stein's copyright by selling lamps which incorpo45
rated statuettes copied from Stein's design.
Since Stein had not sought design patent protection 46 for his statuettes, the election of protection issue was not directly addressed by the
Supreme Court. The Court did state, however:
As we have held the statuettes here involved copyrightable, we need
not decide the question of their patentability. Though other courts
have passed on the issue as to whether allowance by the election of the
author or patentee of one bars a grant of the other, we do not. We do
hold that the patentability of the statuettes, fitted as lamps or unfitted,
does not bar copyright as works of art. Neither the Copyright Statute
nor any other says that because a thing is patentable it may not be
47
copyrighted. We should not so hold.

Thus, Mazer stands for no more than the proposition that a work is not
barred from copyright protection simply because of its potential patentability. 48 The case says nothing about what happens once either patent

or copyright protection has been obtained and the other is being sought,
thus being neutral on the election of protection issue.
D.

49

IN RE YARDLEY-ELECTION NOT REQUIRED

Following the Mazer decision, the election of protection doctrine received little attention5 0 until 1974, when the Court of Customs and Pat45. 1& at 203. Mazer defended the infringement claim on several grounds, one of
which charged Stein with misuse of his copyright. Mazer felt that the registration of the
statue as a statue and subsequent reproduction of the statue as a lamp was such a misuse
of the copyright as to invalidate the registration. Id. at 206. "Petitioner urges that overlapping of patent and copyright legislation so as to give an author or inventor a choice
between patents and copyrights should not be permitted. We assume petitioner takes the
position that protection for a statuette for industrial use can only be obtained by patent, if
any protection can be given." Id. at 216.
46. See In re Yardley, 493 F.2d 1389, 1394 (C.C.P.A. 1974).
47. Mazer, 347 U.S. at 217 (footnotes omitted). Although the issue was not argued,
Justice Douglas, in a concurring opinion, questioned whether a statuette satisfied the constitutional definition of a "writing" and whether a sculptor could be an "author." Id at
219-21 (Douglas, J., concurring).
48. This aspect of the holding has been codified by the Copyright Office at 37 C.F.R.
§ 202.10(a) (1985). See supra note 40. See Vacheron & Constantine-Le Coultre Watches,
Inc. v. Benrus Watch Co., 260 F.2d 637, 642 (2d Cir. 1958), where the court stated: "The
Supreme Court in Mazer v. Stein . . . expressly refused to decide whether the grant of
either monopoly precluded that of the other." (L. Hand, J.)
49. By contrast, the Copyright Office has required that a copyright claim in a patented design will not be registered after the patent has issued. 37 C.F.R. § 210(a) (1985).
See supra note 40.
50. One case was decided which at least tangentially touched on the subject. In
Vacheron & Constantine-Le Coultre Watches, Inc. v. Benrus Watch Co., 155 F. Supp. 932
(S.D.N.Y. 1957), modified, 260 F.2d 637 (2d Cir. 1958), the plaintiff had obtained a design
patent on a jeweled watch. Although the watch had a copyright claim indicated on its
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ent Appeals5 l decided the case of In re Yardley.5 2 Yardley rejected the
53
line of cases which had followed the election of protection doctrine,
finding that the doctrine was in conflict with congressional intent as expressed in the patent and copyright laws. 54
The applicant in Yardley sought design patent protection for an ornamental wristwatch. 55 The face of the watch displayed a caricature of
Spiro Agnew clad in star-spangled boxer shorts. The hands of the
watch doubled as the hands and arms of the caricature. The same
watch was also depicted in a newspaper advertisement in which a copyright notice appeared on the watch face. The court took judicial notice
of the advertisements and concluded that a copyright had been registered for the caricature depicted on the watch face.5
face, no certificate of registration was ever issued, as the Copyright Office felt the watch
was not a work of art within the requirements of the Copyright Act. 155 F. Supp. at 934.
The district court found the copyright claim to be invalid, but found the design patent
valid and infringed. Id. at 934-35. The court disagreed with the defendant's argument that
the plaintiff should be required to forfeit design patent protection as a consequence of the
wrongful assertion of a copyright claim:
I see nothing reprehensible about concurrent reliance upon both claims. The
law as to the relationship between copyright and design patent claims is an unsettled state, Mazer v. Stein,... and patent counsel are to be commended in seeking
for their clients protection under both heads upon the theory that protection
under one or the other may be upheld by the courts.
Id. at 936. Thus, the district court felt it was not only permissible, but advisablefor one to
seek both patent and copyright protection in the face of the uncertainty of protection afforded by either. It would appear the same has happened in the case of computer programs. See supra note 2 and accompanying text.
On appeal, the Second Circuit found it unnecessary to reconsider the election of protection doctrine as expressed in the Korzybski case:
Since we are holding that there was no enforceable copyright in the watch, we
need not now reconsider our decision; for we do not think that a copyright which
is not enforceable, even though it may be theoretically in existence, is an obstacle
to securing and enforcing a patent. The doctrine of Korzybski ... must rest upon
the assumption that the owner of the statutory monopoly has some power to protect his "work," for otherwise any dedication would be without consideration.
260 F.2d at 642 (L. Hand, J.).
51. In 1982, as a result of the Federal Courts Improvement Act of 1982, Pub. L. No.
97-164, 96 Stat. 25 (codified at scattered sections of 28 U.S.C.), the Court of Customs and
Patent Appeals and the Court of Claims were abolished, and the Court of Appeals for the
Federal Circuit was formed in their place. The C.A.F.C. looks upon the decisions of its
predecessor courts as precedent. South Corp. v. United States, 690 F.2d 1368 (Fed. Cir.
1982). The C.A.F.C. has exclusive jurisdiction over all patent appeals, from both the federal district courts and the Patent and Trademark Office. 28 U.S.C. §§ 1292(c), 1295, 1338
(1982).
52. 493 F.2d 1389 (C.C.P.A. 1974).
53. See supra notes 19-40 and accompanying text.
54. Yardleyj, 493 F.2d at 1394.
55. Id. at 1390.
56. Copyright registrations for the watch were not of record, but registration numbers were presented to the court. In light of the existence of the newspaper ads display-
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After reviewing the patent examiner's rejection of the design patent on the watch based on obviousness, 5 7 the court turned to the election of protection issue. The court acknowledged the existence of a
statutory subject matter overlap with respect to design patent and copyright protection, observing that a patentable design could under certain
circumstances also qualify as a "work of art" under section 5 of the
copyright laws. 58 The court then turned to the question of whether an
author-inventor, faced with a work which falls within this overlapping
area, must elect between design patent or copyright protection. The
court found that no election need be made:
We believe that the "election of protection" doctrine is in direct conflict
with the clear intent of Congress.... The Congress has provided that
subject matter of the type involved in this appeal is "statutory subject
matter" under the copyright statute and is "statutory subject matter"
under the design patent statute, but the Congress has not provided that
an author-inventor must elect between securing a copyright or securing
a design patent. Therefore, we conclude that it would be contrary to
the intent of Congress to hold that an author-inventor must elect be59
tween the two available modes of securing exclusive rights.
The Commissioner of Patents had argued that the design patent
should be denied because the duration of the copyright protection for
the watch would exceed that afforded by the design patent.60 The court
stated that simply because the copyright would persist beyond the term
of the design patent "does not provide a sound basis for rejecting appel'6 1
lant's design patent application.
The court likewise rejected the Commissioner's argument that
double protection would result in a "failure of consideration," based on
ing a copyright notice and these registration numbers, the court concluded that copyright
registration had been obtained. Id. at 1393.
57. Id. at 1392-93.
58. Id. at 1394. 17 U.S.C. § 5(g) (1909) (current version at 17 U.S.C. § 102(a)(5) (1982)
as pictorial, graphic, or sculptural works).
59. Yardley, 493 F.2d at 1394 (emphasis in original). The court made passing reference to the Louis De Jonge line of cases which required that an election of protection be
made. The court, however, felt these cases relied heavily on dicta in Louis De Jonge and
declined to consider them further. Id. at 1398. Interestingly, no mention was made of the
Korrybski case, which had not relied on the dicta of Louis De Jonge. See supra notes 3240 and accompanying text.
60. Yardley, 493 F.2d at 1395. The copyright, if renewed, had a potential life of 56
years, while the design patent had a maximum term of 14 years. Id. The Commissioner
argued that "when the patent expires the monopoly created by it expires, too, and the
right to make the article-including the right to make it in precisely the shape it carried
when patented-passes to the public." Id. A similar argument exists in the context of
computer programs, and is really another version of the "failure of consideration" argument. See infra notes 155-67 and accompanying text.
61. Yardley, 493 F.2d at 1395 (emphasis in original).
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the premise that a patent is a contract which expires in toto at the end
of the term. 6 2 The court stated that a patent is not a contract, rather it
is a grant of exclusive rights that has the attributes of personal
63
property.
The Yardley court concluded by stating that the patent and copyright laws do not require an election of protection because Congress has
not required such an election, and because multiple protection aids in
achieving the constitutional purpose. 64 Apparently, the court felt that
aggregation of protection would provide more stimulus for invention,
thus furthering the constitutional purpose, but the court was not clear
65
on this point.
E.

THE PROBLEMS WITH YARDLEY

The holding in Yardley is questionable. 66 First, it does not follow
that simply because Congress passed two separate statutes which may
apply to overlapping subject matter that it would be contrary to congressional intent to require an election of one form of statutory protection over the other. In light of congressional silence on the subject of
overlapping protection, and the rarity with which such overlaps occur,
an equally likely interpretation could have been that Congress never
67
even considered the issue.
Congress is bound by the constitutional provision which favors the
grant of a patent only for "limited times,"' 6 thus requiring that upon
expiration of a patent, the public is free to use the art the patent
69
discloses.
It is fairly clear that Congress was given a certain degree of latitude
in adopting patent and copyright legislation. 70 Nonetheless, in Graham
62. Id. A copyright would extend certain of the exclusive rights granted by the patent
beyond the term of the patent. See infra notes 148-54 and accompanying text.
63. Yaridly, 493 F.2d at 1395.
64. Id. at 1396.
65. Said the court, "If anything, the concurrent availability of both modes of securing
exclusive rights aids in achieving the stated purpose of the constitutional provision." Id. at
1396.
66. Nonetheless, one commentator has argued that the Yardley holding applies with
equal force to utility patents and copyrights, and therefore it is permissible to obtain both
forms of protection for computer programming. See Stout, Protection of Programmingin
the Aftermath of Diamond v. Diehr, 4 COMPUTER L.J. 207, 238 (1983).
67. There is also no indication in the CONTU Report that any member of the Commission had even considered the possibility of multiple protection for computer programs.
See NATIONAL COMM'N ON NEW TECHNOLOGICAL USES OF COPYRIGHTED WORKS, FINAL

REPORT (1979) [hereinafter cited as CONTU REPORT].
68. U.S. CONST. art. I, § 8, cl.8.
69. See infra note 152 and accompanying text.
70. See, e.g.,
Graham v. John Deere Co., wherein the Supreme Court said:

COMPUTER/LAW JOURNAL

[Vol. VI

v. John Deere Co.,71 the Supreme Court noted that the patent and copyright clause also imposes certain limitations on Congress' power to legislate in the area:
The Congress in the exercise of the patent power may not overreach
the restraints imposed by the stated constitutional purpose. Nor may it
enlarge the patent monopoly without regard to the innovation, advancement or social benefit gained thereby. Moreover, Congress may
not authorize the issuance of patents whose effects are to remove existent knowledge from the public domain, or to restrict free access to
materials already available. Innovation, advancement, and things
which add to the sum of useful knowledge are inherent requisites in a
patent system which by constitutional command must "promote the
Progress of ...Useful Arts." This is 72the standard expressed in the
Constitution and it may not be ignored.
The stated constitutional purpose of the patent system is to promote the technological arts. The Constitution limits Congress' power,
requiring that this purpose be served by granting patents only for "limited times."'73 Congress has decided that seventeen years is an adequate
Within the limits of the constitutional grant, the Congress may, of course, implement the stated purpose of the Framers by selecting the policy which in its judgment best effectuates the constitutional aim. This is but a corollary to the grant
to Congress of any Article I power. Gibbons v. Ogden. Within the scope established by the Constitution, Congress may set out conditions and tests for
patentability.
383 U.S. 1, 6 (1965) (citation omitted). See also Mitchell Bros. Film Group v. Cinema
Adult Theater, 604 F.2d 852, 860 (5th Cir. 1979), cert. denied, 445 U.S. 917 (1980) (Congress
may make any law necessary and proper in execution of copyright power).
71. 383 U.S. 1 (1965).
72. Id. at 5-6 (emphasis in original). Justice Douglas, in a concurring opinion to another case, also noted the limits of Congress' power with respect to drafting legislation
concerning patent validity:
It is worth emphasis that every patent case involving validity presents a
question which requires reference to a standard written into the Constitution.
Article I, § 8, contains a grant to the Congress of the power to permit patents to
be issued. But, unlike most of the specific powers which Congress is given, that
grant is qualified. The Congress does not have free rein, for example, to decide
that patents should be easily or freely given. The Congress acts under the restraint imposed by the statement of purpose in Art. I, § 8. The purpose is "To
promote the Progress of Science and useful Arts ...." The means for achievement of that end is the grant for a limited time to inventors of the exclusive right
to their inventions.
Great At. & Pac. Tea Co. v. Supermarket Equip. Corp., 340 U.S. 147, 154 (1950) (Douglas,
J., concurring).
73. It has been suggested that the Commerce Clause could provide an alternative constitutional ground for congressional legislation regarding software protection. Even if
Congress were to draft protective software legislation under the auspices of alternative
constitutional authority, however, the "limited times" provision of the patent/copyright
clause would likely remain as a limitation on congressional action. See 1 M. NIMMER,
supra note 16, § 1.09, at 1-61.
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amount of time to encourage invention and to promote the technological arts.
Congress has passed copyright legislation which protects patentable
computer programs as writings, while also protecting those inventions
as technological arts because of the utiliarian nature of computer programs. 74 The copyright on a program extends far beyond the term of a
patent for the invention. This extended term of protection would seem
to be an impermissible enlargement of the patent monopoly "without
regard to the innovation, advancement or social benefit gained
thereby. '75 Thus, even if Congress had intended for an author-inventor
to make use of all forms of protection for which his writing-invention
may qualify, such intent, as expressed in the patent and copyright laws,
would be of questionable constitutional validity.
Some may argue, however, that although copyright protection for
patentable programs has the effect of enlarging the patent monopoly,
this is constitutionally permissible because the unique nature of programs results in added societal benefits not found in other patentable
inventions. Computer technology has produced, and will continue to
produce, many technological advancements from which society benefits
greatly. In general, however, the only thing unique about computer
programs with regard to other patentable inventions is that programs,
under current law, qualify for both patent and copyright protection,
whereas other inventions (excluding designs) qualify only for patent
protection.
It would be a distortion of technological reality for the computer industry to suggest that patentable computer programs or programs implemented in patentable inventions deserve more protection than other
patentable inventions. 76 Pursuant to its constitutional authority, Congress has decided that seventeen years is a sufficient period of protec74. See generally Samuelson, supra note 1, at 727-49. The utilitarian nature of programs creates a crucial distinction between computer programs and designs. As a general
rule, copyrightable designs are non-utilitarian. But see Kieselstein-Cord v. Accessories by
Pearl, Inc., 632 F.2d 989 (2d Cir. 1980) (design patent granted on belt buckle). Thus, even
if the Yardley decision is correct concerning the election of protection issue for designs,
the case would be of minimal importance in analyzing the problem with respect to utilitarian works. See In re Honeywell, Inc., 497 F.2d 1344, 1348 (C.C.P.A. 1974) (trademark may
not be used to extend utility patent monopoly by preventing copying of functional
shapes).
75. Graham, 383 U.S. at 5.
76. Consider some of the great patented non-computer related inventions and their
inventors: telegraph (Samuel Morse) U.S. Patent No. 1,647, telephone (Alexander Graham Bell) U.S. Patent No. 174,465, electric lamp (Thomas A. Edison) U.S. Patent No.
307,031, air conditioning (William Haviland Carrier) U.S. Patent No. 808,897, Teflon (Dr.
Roy J. Plunkett) U.S. Patent No. 2,230,654, kidney dialysis machine (Dr. William J. Kolff)
U.S. Patent No. 3,641,591.
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tion for patentable inventions. Patented computer programs should not
be treated differently.
A second problem with Yardley involves the court's rather cavalier
treatment of the contractually-based argument that multiple protection
results in a "failure of consideration." The court stated that "[a] patent
is not a contract. A patent is a 'grant.. . ,,77 Although a patent may
not be an actual contract, as shown in Section IV, the Supreme Court
78
has treated patents as a contract between the inventor and the public.
Multiple protection results in a failure of consideration for such a
79
contract.
Even if a patent is characterized as a "grant" rather than a contract,
it is clear that a patent is not a grant freely given.80 Patents are only
granted for inventions and discoveries which further human knowledge,81 that is, meet the statutory requirements of patentability.8 2 Section IV will demonstrate that an election of protection should be
required to the extent that multiple protection permits a patentee to
extend the protection afforded by his "grant" beyond its intended
83
scope.
A final problem with Yardley is that it creates a rather meaningless
loophole for multiple protection when combined with the Copyright Office rules relating to design patents. Simply stated, multiple protection
is permissible if the author-inventor seeks copyright protection first, but
unavailable if he seeks patent protection first. The Copyright Office
"

77. Yardley, 493 F.2d at 1395 (emphasis in original).
78. See infra notes 155-67 and accompanying text. In Grant v. Raymond, 31 U.S. 94, 6
Pet. 218 (1832), Chief Justice Marshall noted the contractual nature of a patent:
[The] exclusive right . .. is the reward stipulated for the advantages derived by
the public for the exertions of the individual, and is intended as a stimulus to
those exertions. The laws which are passed to give effect to this purpose ought
...to be construed in the spirit in which they have been made; and to execute the
contractfairly on the part of the United States, where the full benefit has been
actually received, if this can be done without transcending the intention of the
statute, or countenancing acts which are fraudulent or may prove mischievous.
The public yields nothing which it has not agreed to yield," it receives all which it
has contracted to receive. The full benefit of the discovery, after its enjoyment by
the discoverer for fourteen [now seventeen] years, is preserved, and for his exclusive enjoyment of it during that time the public faith is pledged.
Id. at 97-98, 6 Pet. at 241-42 (emphasis added).
79. See infra notes 155-67 and accompanying text.
80. Graham v. John Deere Co., 383 U.S. 1, 9 (1966). Contrast this to the common law
practice in 17th century England where Queen Elizabeth granted exclusive rights as royal
favors subject only to her divine whims. See generally Deller, An Inquiry into the Uncertainties of Patentable Invention and Suggested Remedies, 38 J. PAT. OFF. Soc'y 152, 157
(1956).
81. Graham v. John Deere Co., 383 U.S. 1, 9 (1966); Great At. & Pac. Tea Co. v. Supermarket Equip. Corp., 340 U.S. 147, 153 (1950).
82. See supra note 12 and accompanying text.
83. See infra notes 148-81 and accompanying text.
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rules suggest, consistent with Mazer v. Stein, that the registrability of a
work is not affected by the author's intended use of the work or the
work's potential patentability.84 The Copyright Office, however, will
not register a copyright for a patented design or for the drawings or
photographs contained in a patent application after the patent has issued. 85 Thus, these rules, when read in conjunction with Yardley, lead
to the rather anomalous result that multiple protection can be obtained
if the copyright is registered prior to the issuance of the patent, but
multiple protection is impossible if the patent is issued prior to copyright registration. The order in which protection is sought should have
no bearing on the availability of multiple protection. The work for
which multiple protection is sought is the same, regardless of whether
the owner applies for a patent or copyright first.
II.

THE UTILITY PATENT/COPYRIGHT OVERLAP CASES

The patent/copyright overlap has received some attention in the
context of utility patents. The issue, however, has arisen infrequently.
Before the advent of computer programs, few, if any, utilitarian works
would qualify for copyright protection, and few copyrightable works
could qualify for utility patent protection.
Unlike the design patent cases, the utility patent/copyright overlap
cases reject the notion that a work can qualify for both patent and copyright protection. These cases suggest that as to utilitarian works there
is no overlapping territory; either a utilitarian work qualifies for patent
protection or it qualifies for no protection at all. A work is considered
utilitarian if it functions as a "machine part."
In Taylor Instrument Cos. v. Fawley-Brost Co., 86 the Seventh Circuit denied copyright protection for works it found to be integral to the
functioning of a machine. The plaintiff manufactured and sold a recording thermometer comprised of various elements, including a clock, a
thermometer, and a writing device which recorded the hourly temperature on a lined chart. 87 The recording device itself was not a new devel84. 37 C.F.R. § 202.10(a) (1985). See supra note 40.
85. Id This position is consistent with the Korzbyski case discussed supra notes 32-40
and accompanying text. Professor Nimmer stated that he believes the Copyright Office's
position is unjustified. 1 M. NIMMER, supra note 16, § 2.19, at 2-224.
86. 139 F.2d 98 (7th Cir. 1943), cert. denied, 321 U.S. 785 (1944).
87. Id at 99. The chart, a paper dial, was circular in form, being about ten inches in
diameter. The circular chart permitted a graphical plot of time vs. temperature. Arc lines
extended from the center outwardly, indicating time. Temperature was gauged by use of
lines extending in a circle around the chart. The tracing mechanism of the recording
machine was calibrated so that the temperature lines drawn on the chart corresponded to
actual values of time and temperature, as indicated by the graphical lines. Thus, the chart
was an indispensable element of the recording machine. Id. at 99-100.
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opment, since it was preceded in the field by some twenty-five expired
patents.8 8 Despite this fact, the plaintiff sought to enforce its copyright
on the graphical chart copied by the defendant.8 9
The court began its discussion by noting that Congress had created
the patent and copyright laws as two distinct fields of protection, and by
reviving some of the election of protection language reminiscent of the
Louis De Jonge90 decision, yet different in a critical way:
While it may be difficult to determine in which field protection must
be sought, it is plain, so we think, that it must be in one or the other; it
cannot be found in both. In other words, there is no overlapping territory, even though the line of separationmay in some instances be difficult of exact ascertainment.9 1

Thus, unlike the line of design patent cases which recognized an area of
overlap with copyrightable subject matter, the Taylor Instrument court
found that the utility patent and copyright laws were mutually exclusive with respect to protectable subject matters. The Taylor Instrument
court founded its holding on the famous case of Baker v. Selden, 92
which distinguished copyrightable subject matter (objects of explanation) from patentable subject matter (objects of use). Because the
charts were an integral component of the recording machine, the court
found the charts to be utilitarian rather than expressive, thus being uncopyrightable subject matter.93 Since the charts were part of a machine
(thus not being copyrightable), and since the machines were part of the
prior art (thus being unpatentable), the court noted that this decision
94
would leave the plaintiff unprotected.
88. Ik at 100-01.
89. Id at 99.
90. See supra notes 19-27 and accompanying text.
91. Taylor Instrument,139 F.2d at 99 (emphasis added).
92. Id. at 99-100. Baker v. Selden, 101 U.S. 99 (1879), is the seminal case distinguishing patent from copyright on the basis that the object of the copyright law is explanation,
whereas the object of the patent law is use. I& at 105. This distinction prevents the author of a book from procuring, through copyright, exclusive rights over the art expressed
in the book. Only the particular expression of the author, as embodied in the book, is
protected. Id.
93. Taylor Instrument, 139 F.2d at 100. The court noted that "the chart neither
teaches nor explains the use of the art. It is an essential element of the machine; it is the
art itself." Id&
94. Id at 100-01. In what it later termed unnecessary to the decision, the court provided an example of the problems created when copyright protection is afforded to works
utilitarian in nature. The court noted that a copyright on the charts could be extended
indefinitely by manufacturing new models of recording machines with different calibrations or measurements, which in turn would require differently-lined charts. These different charts would afford an excuse for new copyrights because of the different line
measurements, conceivably affording endless protection.
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The case of Brown Instrument Co. v. Warner95 illustrates the problem even more graphically. 96 The appellant in Brown Instrument also
sought copyright protection for calibrated charts used in a recording apparatus similar to those in Taylor Instrument. In rejecting copyright
protection for the charts, the court noted that a copyright on the charts
would extend the appellant's monopoly of its machines beyond the time
authorized by patent law, since the machines were useless without the
97
charts sought to be copyrighted.
The recording machine chart cases demonstrate the undesirability
of multiple protection as it relates to a machine protected by patent and
a component thereof protected by copyright. This is particularly true
where a copyright on the component effectively extends the patent monopoly 98 on the machine, such as when the machine would be useless
without the component. These cases attempt to keep the utilitarian
world of patents and the expressive world of copyrights separate.
It has been noted that the utilitarian line of demarcation has traditionally separated patentable from copyrightable subject matter.99 Permitting copyright protection to extend to utilitarian works that fall
short of the inventiveness required for patent protection would frustrate one of the goals of the patent laws by permitting the public to
95. 161 F.2d 910 (D.C. Cir.), cert. denied, 322 U.S. 801 (1947).
96. No pun intended, sorry.
97. Brown Instrument, 161 F.2d at 911. More recent decisions have generally held
that blank charts are not copyrightable unless they "contain language explanatory of" and
"inseparably included in" the copyrighted textual material. See Continental Casualty Co.
v. Beardsley, 253 F.2d 702, 704 (2d Cir. 1958); Januz Mktg. Communications, Inc. v.
Doubleday & Co., 569 F. Supp. 76, 79-81 (S.D.N.Y. 1982) (charts which themselves fail to
convey information are not copyrightable). Cf Harcourt, Brace & World, Inc. v. Graphic
Controls Corp., 329 F. Supp. 517, 523-24 (S.D.N.Y. 1971) (printed answer sheets for
achievement tests, designed to be corrected by optical scanning machines, conveyed information and were copyrightable).
98. The term "patent monopoly" is used throughout this Article as a term of convenience, rather than one of literal accuracy. As used in this Article, the term represents the
bundle of exclusive rights attending the patent grant. Literally speaking, a patent is not a
monopoly as the term "monopoly" was used at common law. As the Supreme Court explained in United States v. Dubilier Condenser Corp., 289 U.S. 178 (1933):
Though often so characterized, a patent is not, accurately speaking, a monopoly, for it is not created by the executive authority at the expense and to the prejudice of all the community except the grantee of the patent. The term monopoly
connotes the giving of an exclusive privilege for buying, selling, working or using
a thing which the public freely enjoyed prior to the grant. Thus a monopoly
takes something from the people. An inventor deprives the public of nothing
which it enjoyed before his discovery, but gives something of value to the community by adding to the sum of human knowledge.
289 U.S. at 186 (citations and footnote omitted). See also Seymour v. Osborne, 78 U.S. 516,
533-34 (1871); 4 A. DELLER, DELLER'S WALKER ON PATENTS § 208 (2d ed. Supp. 1984).
99. Samuelson, supra note 1, at 735-36 & nn.332-34.
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make unfettered use of unpatented utilitarian works. I °°
The same goal is frustrated in the case of multiple protection for
computer programs by precluding the public from free use of a copyrighted utilitarian program, even after a patent on the program has
expired.
The utilitarian nature of computer programs makes multiple protection a more serious problem than that encountered with the design
patent/copyright cases. The monopoly prices charged for a copyrighted
Spiro Agnew wristwatch do not concern too many people. There is
greater cause for concern, however, when multiple protection extends
to a program which guides jetliners or controls the fuel injection for
carburetors. The public has a greater need for such works, so the public
has a greater reason to be more frugal in granting exclusive rights over
these works.
III.

WHEN DOES MULTIPLE PROTECTION EXIST?

Demonstrating that multiple protection for computer programs
should be discouraged requires a thorough understanding of what multiple protection is. Multiple protection, for purposes of this Article, exists when a copyright on a computer program, in conjunction with a
patent on that program or with a patent on a process or apparatus
utilizing that program, results in an extension of the patent monopoly
over the patented work. Extension of the patent results from the fact
that copyright protection survives long after a patent on the work has
expired.' 0 '
A.

PATENTED AND COPYRIGHTED PROGRAMS

The clearest example of multiple protection is where the program
itself is subject to both patent and copyright protection. Much has already been written on the patentability of programs, 0 2 so an in-depth
100. Id at 736.
101. A patent endures for 17 years. Copyright protection lasts for 75 years from the
date of first publication. See infra note 222.
102. See, e.g., Beier, Future Problems of Patent Law, 3 INT'L REV. INDUS. PROP. &
COPYRIGHT L. 423, 432-36 (1972); Davidson, Protecting Computer Software: A Comprehensive Analysis, 1983 ARIz. ST. L.J. 611, 634-50 (1983); Kinderman, Special Protection Systems for Computer Programs-A Comparative Study, 7 INT'L REV. INDUS. PROP. &

COPYRIGHT L. 301 (1976); Pagenburg, Patentability of Computer Programs on the National and InternationalLevel, 5 INT'L REV. INDUS. PROP. & COPYRIGHT L. 1 (1974); Samuelson, supra note 1, at 756-60; Stout, supra note 66, at 209-31; Note, Process Patents for
Computer Programs, 56 CALIF. L. REV. 466 (1968); Note, Computer Programs: Should

They Be Patentable?,68 COLUM. L. REV. 241 (1968); Note, Mathematics, Computers, and In
re Prater: The Medium and the Message, 58 GEO. L.J. 391 (1969); Note, Patentabilityof

Computer Programs,38 N.Y.U. L. REV. 891 (1963).
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discussion of the subject is not necessary here. The Supreme Court has
never issued a majority opinion holding that programs are patentable,' 0 3 but patents have issued for portions of programs. 1° 4
It is important to realize that probably fewer than one percent of
all computer programs will qualify for patent protection. 10 5 For those
that do qualify, patent protection could be sought either as a patent on a
process or as a patent on an apparatus. A computer program may be
viewed as a process when running (its intangible form), or as an apparatus containing instructions encoded on the software medium (its tangible form).
Since the copyright laws prevent one from obtaining a copyright on
a "process, system, method of operation, concept, principle, or discovery,1 o 6 it would appear that there would be no possibility of multiple
protection with respect to a patented computer program. Consistent
with Taylor Instruments, there would be no overlapping territory; a
functional program would never qualify for copyright protection. Such
programs would qualify, if at all, only for patent protection. Those programs failing to qualify as such would become part of the public
domain.
Recent cases that recognize the need to protect programs generally,
however, have allowed copyright protection on machine-readable (and
hence functional) programs. These cases draw a distinction between
copyright, which protects only the instructions the program gives, and
patent, which protects the method of the program. 10 7 Such analysis
tends to suggest that multiple protection for patentable programs is permissible. The copyright would protect only the form of expression,
while the patent would protect only the program's methods. There
103. The Supreme Court has affirmed, by an equally divided court, a decision by the
Court of Customs and Patent Appeals holding microcode to be patentable as a form of
hardware. See In re Bradley, 600 F.2d 807, 812 (C.C.P.A. 1979), qffd by an equally divided
Court sub nom. Diamond v. Bradley, 450 U.S. 381 (1981). Microcode, also known as
"firmware," is a set of encoded instructions that interact with hardware to assist in execution of the more primitive function of a computer. Microcode, which is an intermediate
between hardware and software, provides greater flexibility in programming than would
be possible if only hardware and software were used.
104. For example, portions of the UNIX operating system program have been patented. See U.S. Patent No. 4,135,240 (Jan. 16, 1979).
105. Davidson, supra note 102, at 647.
106. 17 U.S.C. § 102(b) (1982). See also Stout, supra note 66, at 234. The language of
§ 102(b) has been reproduced nearly verbatim in the recently-enacted Semiconductor
Chip Protection Act of 1984, Pub. L. No. 98-620, tit. III, § 302, 1984 U.S. CODE. CONG. &
AD. NEWS (98 Stat.) 3347, 3349 (codified at 17 U.S.C. § 902(c) Supp. II 1985)). See infra
note 291.
107. See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1250-51
(3d Cir. 1983). The Apple court expressly rejected the Taylor Instrument view. Id. at
1251.
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would be no overlapping protection.' 08
This distinction appears to be sound in theory, but in practice it is
little more than a formalistic attempt to separate what cannot be separated. The expression and the method of a program are both embodied
in the same tangible medium-software. A patent on the program prevents one from copying that program as it is encoded in the software. A
copyright on the program accomplishes the same thing, but for a longer
period of time. Thus, to the extent that concurrent patent and copyright protection on a program withholds that program from the public
domain, the above distinction is rather meaningless.
1.

Patent on Programas a Process

The Supreme Court ruled on the patentability of a program as a
process in Gottschalk v. Benson.10 9 The respondent claimed a process
for converting numbers from one form of binary code to another. The
program itself was the process, as the computer performed all the steps
recited in the patent claims. 110 Although the program simplified what
had previously been a tedious procedure, the Court denied the patentability of the program on the grounds that Benson's claim covered a
mathematical formula."' According to the Court, the patent, if permitted to stand, would preempt the mathematical formula and effectively
112
grant a patent on an idea, the algorithm itself.
The Benson decision highlights the first obstacle that a computer
program must hurdle in order to obtain patent protection. In order to
108. See Stout, supra note 66, at 238. See infra notes 148-54 and accompanying text.
109. 409 U.S. 63 (1972).
110. Claim 13 of the patent read:
A data processing method for converting binary coded decimal number representations into binary number representations comprising the steps of
(1) testing each binary digit position "1," beginning with the least significant binary digit position, of the most significant decimal digit representation for
a binary "0" or a binary "1";
(2) if a binary "0", is detected, repeating step (1) for the next least significant binary digit position of said most significant decimal digit representation;
(3) if a binary 'T' is detected, adding a binary "1" at the (i+l)th and
(i+3)th least significant binary digit positions of the next lesser significant decimal digit representation, and repeating step (1) for the next least significant binary digit position of said most significant decimal digit representation;
(4) upon exhausting the binary digit positions of said most significant decimal digit representation, repeating steps (1) through (3) for the next lesser significant decimal digit representation as modified by the previous execution of steps
(1) through (3); and
(5) repeating steps (1) through (4) until the second least significant decimal
digit representation has been so processed.
I& at 74.
111. Id at 71-72.
112. Id Ideas or abstract principles, and phenomena of nature are not patentable because they represent the basic tools of scientific and technological work. Id at 67.
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be statutory subject matter, 113 the claim, when considered as a whole,
must not merely recite a mathematical algorithm or method of calculation. 11 4 A claim is not unpatentable, however, simply because it includes steps or elements directed to a mathematical algorithm or
formula, provided that the claim as a whole is directed toward statutory
subject matter.

115

2. Patent on Program as an Apparatus
The patentability of a program as an apparatus has also received
substantial treatment in the literature.116 It is difficult to visualize a
computer program encoded on a software medium as an apparatus capable of receiving patent protection. When not in use, software is little
more than a lifeless paper-thin magnetic disk which has no moving
17
parts and can be easily destroyed."
113. 35 U.S.C. § 101 (1982) defines statutory subject matter as "any new and useful
process, machine, manufacture, or composition of matter, or any new and useful improvement thereof ..
"
114. See generally U.S. PATENT OFFICE, MANUAL OF PATENT EXAMinING PROCEDURE
§ 2110 (1984) [hereinafter cited as M.P.E.P.]. The use of the term "algorithm" in defining
the test of patentable subject matter for computer programs has been questioned. A distinction between mathematical (non-patentable) and non-mathematical (patentable) algorithms is "a distinction any computer scientist would find absurd." Samuelson, supra note
1, at 759. Similarly, it has been noted that "an algorithm is not so much a 'mental process'
or a 'law of nature' as the practical solution to a mathematical problem." Davidson, supra
note 102, at 642. The proper test, Mr. Davidson suggests, is not whether the claim recites
an algorithm, but whether the algorithm is so primitive or so broad as to be undeserving
of protection. This test relies on the holding of O'Reilly v. Morse, 55 U.S. (15 How.) 402
(1853), in which the Supreme Court rejected a claim of Samuel Morse which went beyond
his specific invention, the telegraph, and sought to capture a phenomenon of nature, the
transmission of information through electromagnetic means. See Davidson, supra note
102, at 642. The problem is perhaps one of definition. The Supreme Court has defined
"algorithm" rather narrowly to mean "a procedure for solving a given type of mathematical problem." Diamond v. Diehr, 450 U.S. 175, 186 (1981). This narrow definition effectively prevents the patenting of mathematical formulas in computer programs.
Programmers, on the other hand, define "algorithm" much more broadly: a "fixed stepby-step procedure for accomplishing a given result; usually a simplified procedure for
solving a complex problem, also a full statement of a finite number of steps." Id at 186
n.9. This broader definition looks as though it could include both patentable subject matter, that of a process, and unpatentable subject matter, that of a mathematicalformula,
though the Supreme Court in Diehr expressly refused to decide that issue. Id See In re
Pardo, 684 F.2d 912, 915-16 (C.C.P.A. 1982) (use of word "algorithm" in patent claim does
not necessarily constitute an admission that applicant is claiming non-statutory subject
matter).
115. See generally M.P.E.P., supra note 114, § 2110 (1984).
116. See, e.g., Davidson, supra note 102, at 643-44.
117. Other forms of software media include magnetic tapes and silicon chips. A program encoded on a magnetic software medium can be destroyed simply by passing a magnetic field too close to the medium.

COMPUTER/LAW JOURNAL

[Vol. VI

All software, however, can be reconfigured into a "hard-wired"
machine.1i 8 In fact, the first computers were all hard-wired.11 9 A hardwired machine, as the name suggests, is comprised of various hardware
components, such as switches, transistors, and wiring.' 20 These components can be more readily accepted as components of an apparatus.
It has been argued that the doctrine of equivalents could be used to
effectively claim patent protection for software as an apparatus. The
doctrine of equivalents states that a patent covers equivalent configurations of an invention, even though those configurations are not disclosed
or actually claimed, unless the accused configuration performs the prescribed function in a substantially different way.' 2 ' Under the doctrine
of equivalents, a patent on the hard-wired form of the program would
protect the program as embodied in software. 22 In fact, careful claim
drafting would permit the doctrine of equivalents to operate without
ever having to build the hard-wired machine. Each step in the algorithm, as implemented by software, "could be restated as a part of a
23
machine with an undescribed 'means for' accomplishing the step.'
118. See Samuelson, supra note 1, at 675 & n.38.
119. Id. at 673 n.32.
120. Id.
121. 4 D. CHISUM, PATENTS, § 18.04 (1982). See generally Davidson, supra note 102, at
643.
122. Davison, supra note 102, at 643. Mr. Davidson noted that this procedure could
have the effect of creating a loophole to avoid the rule against claiming a mathematical
algorithm. Id.
123. Id. at 644. A patent on one aspect of the UNIX operating system was written as
an apparatus claim in "means for" language, stating that it would be obvious to one
skilled in the computer art to implement the same invention in software. See U.S. Patent
No. 4,135,240, col. 5, lines 48-55 (Jan. 16, 1979). See also In re Abele, 684 F.2d 902, 910
(C.C.P.A. 1982).
"Means for" claim drafting derives from the last paragraph of § 112 of the Patent Act
of 1952, Pub. L. No. 82-593, 66 Stat. 792, 798-99 (codified at 35 U.S.C. § 112 (1982)), which
provides:
An element in a claim for a combination may be expressed as a means or step for
performing a specified function without the recital of structure, material, or acts
in support thereof, and such claim shall be construed to cover the corresponding
structure, material, or acts described in the specification and equivalents thereof.
Also known as "means-plus-function" claims, claims drafted in "means for" language are
generally broader in scope than other forms of claiming. See Bepex Corp. v. Black Clawson Co., 208 U.S.P.Q. (BNA) 109, 117-19 (S.D. Ohio 1980), affd, 713 F.2d 202 (6th Cir.
1983). See generally 2 D. CHISUM, supra note 5, § 8.04[2] (1984). For computer programs,
"means for" claims must be definite and commensurate in scope with the invention disclosed in the specification. "The specification must provide a sufficient disclosure of hardware and software to enable one skilled in the computer arts to practice the invention
without undue experimentation. A detailed flow chart describing programming, together
with identification of a general purpose computer, is usually sufficient." Becker, MeansPlus-FunctionClaims in Computer Related Patent Applications Within the United States,
5 COMPUTER L.J. 25, 49 (1984).
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As with process patents for computer programs, an apparatus patent
claim will be considered non-statutory if, when considered as a whole,
the claim merely recites a mathematical algorithm or method of
calculation.

124

Regardless of whether a program is patented as a process or as an
apparatus, multiple protection results when copyright protection extends to the same patented program. If it were not for the copyright on
the program, the public would be free to make (even copy), use, or sell
the program seventeen years after the patent issued. 125 A copyright on
the same program, however, extends the patent monopoly by preventing the copying of the program for a much longer period of time. 126 The
problem is essentially the same as the design patent/copyright cases,
which recognized the overlapping nature of the two forms of
127
protection.
B.

COPYRIGHTED PROGRAMS IMPLEMENTED AS AN ELEMENT OF A
PATENTED PROCESS OR APPARATUS

The previous section dealt with multiple protection when the program itself is protected both by patent and copyright. Multiple protection can also exist, however, when a process or apparatus is protected
by patent and a computer program used in that process1 28 or apparatus
is protected by copyright. This form of multiple protection occurs when
the computer program is so integral and essential to the operation of
the process or apparatus that such process or apparatus is, as a practical
matter, useless without the copyrighted program. When this situation
124. M.P.E.P., supra note 114, § 2110, at 500.38.2.
125. See infra note 152 and accompanying text. Some have attempted to distinguish
the protection conferred by patent and copyright by noting that the patent protects the
underlying algorithm while the copyright covers only the author's coding. See, e.g., Stout,
supra note 66, at 238. To the extent that both patent and copyright protection protect
against copying the software, however, the distinction, even if it exists, in a practical sense
is of little significance. See infra notes 148-54 and accompanying text.
126. See infra note 222 and accompanying text.
127. See supra notes 19-40 and accompanying text.
128. Diamond v. Diehr, 450 U.S. 175 (1981), is an example of a case involving a patented process which utilized a computer program. See infra notes 131-39 and accompanying text. The Court held Diehr's invention patentable because it felt the claims did not
attempt to patent a mathematical formula, but rather were drawn to an industrial process
for molding rubber. Diehr,450 U.S. at 192-93. The Court stated the requirements for patentability thus:
[Wihen a claim containing a mathematical formula implements or applies that
formula in a structure or process which, when considered as a whole, is performing a function which the patent laws were designed to protect (e.g., transforming
or reducing an article to a different state or thing), then the claim satisfies the
requirements of § 101.
Id, at 192. See also M.P.E.P., supra note 114, § 2110.

COMPUTER/LAW JOURNAL

[V ol. VI

occurs, as in the Taylor Instrument or Brown Instrument cases, 129 a
copyright on the program would extend the patent monopoly on the
process or apparatus. 30° Even after the patent had expired, the user or
maker of that patented process or apparatus would be required to
purchase the copyrighted program from the original author in order to
use the patented process or apparatus.
The seminal case of Diamond v. Diehr13 ' provides an example of
this type of multiple protection. Diehr's invention claimed a process for
curing synthetic rubber in heated molds, forming various articles of
manufacture. The proper curing of molded articles depends on a variety of factors, including the thickness of the article being molded, the
particular characteristics of the molding compound being used, the temperature of the molding press, and the amount of time that the molded
article is permitted to remain in the press.' 3 2 Cure time for molded
133
products had long been calculated using the Arrhenius equation,
which uses the above factors. Prior to Diehr's invention, however, uniform cures were difficult to obtain, because the temperature inside the
mold press could not be precisely measured due to fluctuations in tem134
perature resulting from the opening and closing of the press.
Diehr's invention solved the problem by continuously measuring
the actual temperature in the closed press with a thermocouple 3 5 The
continuous flow of temperature measurements was fed automatically
into a computer which repeatedly recalculated the cure time using the
Arrhenius equation. When the recalculated time equaled the actual
time that had elapsed since the press was closed, the computer signaled
36
a device to open the press.'
129. See supra notes 86-100 and accompanying text.
130. Certainly the patent monopoly would not be completely extended. Upon expiration of the patent, the public would be entitled to make, use, or sell the non-program elements of the patented process or apparatus. This may be a rather meaningless concession,
however, especially if the program is not only an essential element, but the essential element of the process or apparatus. See infra notes 131-39 and accompanying text.
131. 450 U.S. 175 (1981).
132. Id at 177-78.
133. The equation is generally expressed as
In v = CZ + x

where In v is the natural logarithm of v, the total cure time, C is the activation constant,
unique for each batch of molding compound, Z is the temperature in the mold, and x is a
constant dependent on the geometric configurations of the particular mold. I& at 177-78
n.2.
134. Id. at 178 & n.3.
135. Id.
136. Id. at 178-79. The device used to open the press is known as a servo-mechanism.
It has been said that the use of Diehr-type programs, which interconnect with the surrounding physical environment, rather than merely perform calculations, are themselves
patentable subject matter. Davidson, supra note 102, at 640.
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The computer programs used in the Diehr invention were clearly
the key elements of the patented process.137 The claimed process included the steps of injecting rubber in a press, closing the mold, constantly recalculating the proper cure time by continuously taking
temperature measurements, using the Arrhenius equation in conjunction with a digital computer, and automatically opening the press at the
proper time.' 38 Thus, the programs are at the heart of the process in
that all the physical measurements, which ultimately signal that the
cure is complete, are constantly fed back to the computer for monitoring. Without the programs, there would be no patented process. A
copyright on these programs, therefore, would create the type of multiple protection described above. As a practical matter, assuming that the
programs are not easily rewritten to avoid infringement, a copyright on
the programs would extend the patent monoply on the process. One desiring to use the process would be required to purchase the copyrighted
137. The patent examiner had rejected Diehr's claims on the basis that the claims directed to use of a digital computer were nonstatutory. Removing these claims left nothing
behind but the conventional steps for the curing process. Diehr, 450 U.S. at 179-81. The
Patent and Trademark Office Board of Appeals affirmed the examiner's rejection, but the
Court of Customs and Patent Appeals reversed. Id at 181. The Supreme Court affirmed
the C.C.P.A.'s reversal, upholding the decision that the claimed invention constituted patentable subject matter. Id. at 192-93. A review of the claims themselves illustrate the
critical nature of the programs to the process. Claim one provides:
1. A method of operating a rubber-molding press for precision molded compounds with the aid of a digital computer, comprising:
providing said computer with a data base for said press including at least,
natural logarithm conversion data (ln),
the activation energy constant (C) unique to each batch of said compound being molded, and
a constant (x) dependent upon the geometry of the particular mold of the
press,
initiating an interval timer in said computer upon the closure of the press for
monitoring the elapsed time of said closure,
constantly determining the temperature (Z) of the mold at a location closely
adjacent to the mold cavity in the press during molding,
constantly providing the computer with the temperature (Z),
repetitively calculating in the computer, at frequent intervals during each
cure, the Arrhenius equation for reaction time during the cure, which is
In v = CZ + x

where v is the total required cure time,
repetitively comparing in the computer at said frequent intervals during the
cure each said calculation of the total required cure time calculated with the Arrhenius equation and said elapsed time, and
opening the press automatically when a said comparison indicates
equivalence.
Id, at 179 n.5.
138. Id at 187. According to the respondents in Diehr, the continuous measuring of
the temperature inside the mold cavity, the feeding of this information to a digital computer which constantly recalculates cure time, and the signaling by the computer to open
the press, were all new in the art. Id. at 179.
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programs from the author to use the process, even after the patent had
expired.1 39
C.

CASES WHERE MULTIPLE PROTECTION DOES NOT EXIST

Another way of understanding what multiple protection is involves
demonstrating what multiple protection is not. Multiple protection is
defined as the use of concurrent patent and copyright protection on a
work, the effect of which is to extend the patent monopoly. 140 There
will be cases, however, where a copyright on a program will not extend
the patent monopoly on a process or apparatus utilizing that
41
program.

1

One situation where there would be no multiple protection would
involve programs which play such an insignificant role in the functioning of a patented process or apparatus that the process or apparatus
could substantially perform its intended function without the program.
In such a situation, a copyright on the program would not extend the
patent monopoly. This situation would most likely arise in cases where
the program is used in a particularly non-functional way. For example,
a copyright on a data base is not much different from a copyright on a
book where information is stored. 142 In such cases, a copyright on the
program would be proper, because the program acts not so much as a
14 3
machine part, but more as a traditional conveyor of information.
139. Of course, if the programs were fairly simple, their function may be recreated by
rewriting a new program which does not infringe the copyright. Given that the patent
which discloses the programs has expired, however, it would be a terrible waste of time to
rewrite new programs when the information for recreating the old program is at one's
fingertips. Given the choice among rewriting, copying, or purchasing, the program user
would probably either copy the old program, risking copyright infringement, or, fearing
the consequences of infringement, purchase the copyrighted program from the author.
140. See supra note 101 and accompanying text.
141. As a corollary, multiple protection always exists when the program itself is subject to both patent and copyright protection. A conceptually possible exception would
arise when an apparatus patent is obtained on the particular medium used to store the
program, such as a novel form of a blank ROM chip. See Davidson, supra note 102, at 646.
In such cases, a patent on the blank chip could coexist with the copyrighted (or even patented) computer program encoded thereon. Such a case would, however, really involve
two separate works, not multiple protection for a single work. Multiple protection is not
a problem when two discrete works are involved. See infra notes 144-45 and accompanying text.
142. A data base is generally copyrightable. See generally 1 M. NIMMER, supra note 16,

§ 2.04[C].
143. The data base situation is similar to the situation where one has a patent on a
complicated machine and a copyright on the set of written instructions necessary to operate the machine. Clearly, the machine may be inoperable without the instructions. A
copyright on the instructions, however, could not be said to extend the monopoly on the
machine, for the instructions in no way interact with the functioning of the machine; they
merely convey information which permits one to use the machine as intended. Similarly,
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There is also no multiple protection when a copyrighted program,
although functional, operates in a manner completely separate from the
primary function of the patented process or apparatus. In such cases,
there are really two separate works, one patentable, the other copyrightable. For example, assume an inventor is granted a patent on a
novel apparatus, such as a new form of microwave oven. The primary
function of the oven is to cook food. Suppose also that the oven contains a clock which does not affect the functioning of the oven and was
not claimed as an element of the patented oven.1 4 4 Suppose further
that this clock contains a copyrighted computer program which operates
the functioning of the clock. The function of the program--operating
the clock-is completely separate from the primary function of the
oven-cooking food. A copyright on the program would therefore not
extend the patent monopoly on the oven. 1 45 The primary function of
the oven--cooking food-would have been made available to the public
after the patent had expired.
A copyright on a program also would not extend the patent monopoly on a process or apparatus utilizing that program where the program
is so basic that its functional qualities are readily duplicated by independent creation. Indeed, where the program is so basic that there
are few, if any, other ways to write it, copyright protection would be
46
denied.1
Finally, multiple protection is not possible where the program,
though copyrightable, is unpatentable, because the program claims nonstatutory subject matter. Expert systems, such as those which assist
physicians in making diagnoses, are an example of unpatentable
a patented apparatus containing a copyrighted data base could operate with any data base.
The particular data base used in no way affects the functioning of the particular machine.
Like the written instructions, the data base permits the operation of the apparatus but
does not intereact with the apparatus to a sufficient extent to be considered a functional
component thereof. As was stated in the CONTU report, "The copyright status of the
written rules for a game or a system for the operation of a machine is unaffected by the
fact that those rules direct the actions of those who play the game or carry out the process." CONTU REPORT, supra note 67, at 21. See also Apple Computer, Inc. v. Franklin
Computer Corp., 714 F.2d 1240, 1251 (3d Cir. 1983) (instructions in operating system computer program compared to written instructions for operating complicated machine).
144. If the clock were claimed as an element in the patented apparatus, then any program contained in the clock would also be part of the claimed invention. A copyright on
such a program would result in multiple protection, analogous to double patenting. See
infra notes 174-81 and accompanying text.
145. Of course, if there were also a patent on the clock, a copyright on the program
operating the clock would extend the patent monopoly on the clock.
146. Cf. Baker v. Selden, 101 U.S. 99 (1879); see also Morrissey v. Procter & Gamble
Co., 379 F.2d 675 (1st Cir. 1967) (copyright on game rules denied because no or few other
ways to express rules).
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programs.

IV.

A.
1.

WHY AN ELECTION OF PROTECTION FOR COMPUTER
PROGRAMS SUBJECT TO MULTIPLE PROTECTION
SHOULD BE REQUIRED
MULTIPLE PROTECTION AS AN IMPERMISSIBLE EXTENSION OF THE
PATENT GRANT

How Multiple Protection Extends the Patent Grant

Some may argue that since a computer program can receive copyright protection for seventy-five years anyway, the later grant of a pat-

ent would not result in the copyright extending the patent, since the
copyright protects only the "expression" of the program, as distinguished from the application or "method" protected by patent.1 48 Such

multiple protection, however, would result in an impermissible extension of the patent grant, notwithstanding any distinction between copyright protection of "expression" and patent protection of "method." A
program, whether embodied in hardware, software, or other media, is
inherently utilitarian. 1 4 9 As embodied in software, the program is easily

copied, yet is difficult to "read" and could only be independently recreated with an expenditure of time and effort comparable to that required
to create the original program. 1 50

Because of this expenditure of time

and effort, and the likely obsolescence of a patented program upon expiration of the patent, 15 1 independent creation would be unlikely. Once
the patent has expired, the program's main value to society would
therefore rest on its ease of duplication through copying. Indeed, if the
program were subjected only to patent protection, such copying would

be permissible.
It is well established that upon the expiration of a patent, the pub-

lic has the right to make, even copy, all aspects of the patented invention. 1 5 2

Since the copyright laws prevent copying, a copyright on a

147. See In re Meyer, 688 F.2d 789, 796 (C.C.P.A. 1982).
148. See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1250-51
(3d Cir. 1983). It has been argued, however, that "there is no 'dual' nature of software
that enables it to be physical for the purpose of patentability and intangible for the purpose of copyrightabiity." Davidson, supra note 102, at 679-80.
149. See, e.g., Samuelson, supra note 1, at 739-49.
150. Some complex programs may require as many as 100 person-years or more to create. The works in Apple Computer took 46 person-months to produce at a cost of over
$740,000. 714 F.2d at 1245.
151. A patent expires after 17 years. Most programs are obsolete 10-15 years after they
have been developed. See irfra note 193 and accompanying text.
152. See, e.g., Sears, Roebuck & Co. v. Stiffel Co., 376 U.S. 225, 230 (1964); Kellogg Co.
v. National Biscuit Co., 305 U.S. 111, 120-22 (1938); Singer Mfg. Co. v. June Mfg. Co., 163
U.S. 169, 185 (1896).
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patented program extends the expired patent by preventing the public
from making the most efficient use of the utilitarian work. In this
sense, the copyright itself acts as a patent, but of much longer duration,
having the practical and impermissible effect of extending the patent
153
term.
Copyright protection for programs that are embodied in a patented
apparatus or process may also result in an extension of the patent monopoly. As shown above, if the program is so necessary to the operation
of a patented invention as to render that invention useless without the
the
program, a copyright on the program has the effect of extending
54
patent monopoly on the invention once the patent expires.
2.

The Patent as a Contract-MultipleProtection
as Failure of Consideration

The Commissioner of Patents and Trademarks argued in Yardley
that the grant of a patent for a design already the subject of copyright
protection would result in a "failure of consideration."'9 The essence
of the argument is that upon expiration of the patent, the public would
normally have the right to use, even copy, the patented article.'5 This
is one of the terms of the patent agreement to which the inventor becomes bound once a patent issues. The copyright, however, prevents
such copying long after the patent has expired. The continued enforceability of the copyright places a cloud over the right to copy the article
once the patent has expired, thus resulting in a failure of consideration
for the patent grant.
The Yardley court dismissed the failure of consideration argument
in summary fashion, noting simply that "[a] patent is not a contract. A
153. One of the problems inherent in any multiple protection scheme relates to the
unduly long period of protection afforded utilitarian programs by copyright. See Samuelson, supra note 1, at 734-35. This problem admittedly would continue to exist even under
an election of protection scheme, when a program author elects copyright over patent protection. The choice, however, if required, would not necessarily be a forgone conclusion
in favor of copyright. To the extent programmers are encouraged through an election of
protection doctrine to seek the more formidable protection afforded by the patent laws,
the untoward effects of unduly long copyright protection could be ameliorated. See infra
notes 232-79 and accompanying text.
154. See supra notes 128-39 and accompanying text. See also Thomson-Houston Elec.
Co. v. Illinois Tel. Constr. Co., 143 F. 534, 538 (N.D. Ill. 1906), affd, 152 F. 631 (7th Cir.
1907) (upon expiration of a patent for a combination, the use of the combination becomes
free to the public, notwithstanding the fact that one of the combination's elements is covered by a second unexpired patent).
155. Yardley, 493 F.2d at 1395.
156. See, e.g., Sears, Roebuck and Co. v. Stiffel Co., 376 U.S. 225, 230 (1964); United
States v. Dubilier Condenser Corp., 289 U.S. 178, 186-87 (1933); Singer Mfg. Co. v. June
Mfg. Co., 163 U.S. 169, 185 (1896).
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patent is 'a grant... of the right to exclude others from making, using,
or selling the invention throughout the United States.' "157
While a portion of the rights and obligations attending a patent
could certainly be termed a "grant," the patent as a whole bears greater
resemblance to a contract. 158 The promise given by the applicant is, "I
promise to disclose my invention, and if granted a patent, I promise to
dedicate my invention to the public upon expiration of the patent." The
promise given in return on the part of the government (or the public)
is, "If your disclosed invention meets the statutory requirements of patentability, you will be granted the exclusive right to make, use, or sell
your invention for seventeen years."
The elements of contract formation are met in obtaining a patent.
The inventor's application represents an offer to exchange his disclosure for a patent. The Patent Office's issuance of the patent may be
seen as an acceptance of that offer. As one early case noted:
an American patent is a written contract between an inventor and the
government. This contract consists of mutual, interrelated considerations moving from each party to the other for such contract. The consideration given on the part of the inventor to the government is the
disclosure of his invention in such plain and full terms that any one
skilled in the art to which it appertains may practice it. The consideration on the part of the government given to the patentee for such disclosure is a monopoly for 17 years of the invention disclosed to the
159
extent of the claims allowed in the patent.
In addition, part of the consideration on the part of the inventor is

his dedication to the public of the right to use his invention upon the
expiration of the patent. 160 Thus, as the Supreme Court said in Singer
157. 493 F.2d at 1395 (quoting 35 U.S.C. § 154 (1982)) (emphasis in original).
158. See supra note 78. Generally speaking, a contract is "a promise, or set of

promises, for breach of which the law in some way recognizes a duty." 1 S. WILLISTON,
CONTRACTS § 1 (3d ed. 1957). The most rudimentary principle of contract law is that in
general, a contract is formed if the elements of an offer, acceptance, and consideration are
met. Id. at §§ 22, 64, 99.
159. Fried. Krupp Aktien-Gesellschaft v. Midvale Steel Co., 191 F. 588, 594 (3d Cir.
1911). See also Strong-Scott Mfg. Co. v. Weller, 112 F.2d 389, 394 (8th Cir. 1940); National
Carbon Co. v. Western Shade Cloth Co., 93 F.2d 94, 96 (7th Cir. 1937), cert denied, 304
U.S. 570 (1938); Marcyan v. Nissen Corp., 578 F.Supp. 485, 498 (N.D. Ind. 1982);
Studiengesellschaft Kohle v. Dart Indus., Inc., 549 F. Supp. 716, 743 (D. Del. 1982); Stanley
Works v. McKinney Mfg. Co., 520 F. Supp. 1101, 1110 (D. Del. 1981); Catanzaro v. Masco
Corp., 423 F. Supp. 415, 431 (D. Del. 1976); Zoomar, Inc. v. Paillard Prods., 152 F. Supp.
328, 338 n.14 (S.D.N.Y. 1957); United States v. Hartford-Empire Co., 73 F. Supp. 979, 981
(D. Del. 1947); 4 A. DELLER, supra note 98, § 225 (2d ed. 1965). But see In re Yardley, 493
F.2d 1389, 1395 (C.C.P.A. 1974) (patent deemed not a contract).
160. National Carbon Co. v. Western Shade Co., 93 F.2d 94, 96 (7th Cir. 1937), cert denied, 304 U.S. 570 (1938).
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ManufacturingCo. v. June Manufacturing Co. :161
It is self evident that on the expiration of a patent the monopoly created by it ceases to exist, and the right to make the thing formerly covered by the patent becomes public property. It is upon this condition
that the patent is granted. It follows, as a matter of course, that on the
termination of the patent there passes to the public the right to make
the machine in the form in which it was constructed during the
1 62
patent.
On other occasions, the Supreme Court has acknowledged the contractual nature of patents. The Court has applied general contract principles in interpreting the scope of written claims, 6 3 has referred to a
patent as a contract, i 64 and has made passing reference to the considerational aspects of the grant.165 At least one court has noted that a pat161. 163 U.S. 169 (1896).
162. Id. at 185 (emphasis added).
163. See Goodyear Dental Vulcanite Co. v. Davis, 102 U.S. 222, 227 (1880). As a contract, it is said that a patent is to be interpreted according to the intent of the parties.
Catanzaro v. Masco Corp., 423 F. Supp. 415, 431 (D. Del. 1976). Thus, in I.T.S. Rubber Co.
v. Essex Rubber Co., 272 U.S. 429 (1926), the Court noted in interpreting a patent claim
that the omission of the word "rear" was through clerical error, and that both the applicant's patent counsel and the examiner understood that the word was to be contained in
the claims. The Court held that the claim should be construed as though the missing
word had been included, since this was the meaning understood by the parties. Id. at 442.
164. In Grant v. Raymond, 31 U.S. 94, 6 Pet. 218 (1832), Chief Justice Marshall said:
"The laws.., ought ... to be construed in the spirit in which they have been made; and to
execute the contract fairly on the part of the United States, where the full benefit has
been actually received .... " Id at 97, 6 Pet. at 242 (emphasis added).
165. In Kendall v. Winsor, 62 U.S. (21 How.) 322 (1859), the Court said:
It is undeniably true, that the limited and temporary monopoly granted to inventors was never designed for their exclusive profit or advantage; the benefit to the
public or community at large was another and doubtless the primary object in
granting and securing that monopoly. This was at once the equivalent given by
the publicfor benefits bestowed by the genius and meditations and skill of individuals, and the incentive to further efforts for the same important objects.
I&L at 327-28 (emphasis added). In United States v. Dubilier Condenser Corp., 289 U.S. 178
(1933), the Court said:
An inventor deprives the public of nothing which it enjoyed before his discovery,
but gives something of value to the community by adding to the sum of human
knowledge.... He may keep his invention secret and reap its fruits indefinitely.
In considerationof its disclosure and the consequent benefit to the community,
the patent is granted. An exclusive enjoyment is guaranteed him for seventeen
years, but upon the expiration of that period, that knowledge of the invention enures to the people, who are thus enabled without restriction to practice it and
profit by its use.
Id. at 186-87 (emphasis added). Similarly, in Scott Paper Co. v. Marcalus, 326 U.S. 249
(1945), the Court noted:
By the patent laws Congress has given to the inventor opportunity to secure the
material rewards for his invention for a limited time, on condition that he make
full disclosure for the benefit of the public of the manner of making and using
the invention, and that upon the expiration of the patent the public be left free to
use the invention. As has been many times pointed out, the means adopted by
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ent, like any other contract, can be cancelled on the basis of fraudulent
166
misrepresentations.
A programmer who obtains a copyright on his program, and then
receives patent protection for that program, would likely seek to prevent others from copying his program, even after his patent expires.
This is permitted by the copyright laws. Even if the programmer has no
intention of enforcing his copyright upon expiration of the patent, the
copyright notice would deter many from copying the program.
Such restrictions on the unqualified use of a patented invention after the patent has expired are analogous to the failure of consideration
for a contract. Even if a patent is not an actual contract, it would be
unlikely that the public, who grants patents and ultimately benefits
from what is disclosed, would consent to the patentee extending any of
the exclusive patent rights through copyright. Patents are only granted
for useful, novel, nonobvious inventions that add something substantial
to the sum of human knowledge. 167 Free access to these inventions is of
great interest to the public. Postponing such free access through copyright operates to deprive the public in the same way that a failure of
consideration deprives a party of his contractual bargain.
3.

Extending Patents Through PrivateAgreement

It is a generally accepted principle of patent law that one may not
extend the patent grant, even by contract. Only Congress may dictate
the terms of a patent. Neither the Patent and Trademark Office nor independent parties may extend the terms of the patent through private
Congress of promoting the progress of science and the arts is the limited grant of
the patent monopoly in return for the full disclosure of the patented invention
and its dedication to the public on the expiration of the patent.
Id at 255 (citations omitted).
Copyrights, like patents, are also granted in consideration for the general benefits the
public derives from the labors of authors. See, e.g., Fox Film Corp. v. Doyal, 286 U.S. 123,
127-28 (1932). "[In the absence of such public benefit the grant of a copyright would be
unjustified." 1 M. NIMMER, supra note 16, § 1.03[A], at 1-30.1.
166. See, e.g., United States v. Hartford-Empire Co., 73 F. Supp. 979, 980-81 (D. Del.
1947). Whether one terms a patent a contract, a grant, or a property right, it is highly
unlikely that the Patent and Trademark Office would issue a patent to an applicant who,
at the time of his application, declared that his invention would not be dedicated to the
public upon expiration of the patent. Such a declaration would certainly indicate an unwillingness to abide by the terms of the constitutional and statutory bargain created once
a patent issues. But see Barton Candy Corp. v. Tell Chocolate Novelties Corp., 178 F.
Supp. 577, 580-81 & n.3 (E.D.N.Y. 1959) (suggesting that copyright may be claimed on a
work for which patent has theretofore expired). See also Knickerbocker Toy Co. v.
Winterbrook Corp., 554 F. Supp. 1309, 1321-22 (D.N.H. 1982) (good faith compliance to protect copyright as defense to fraud claim).
167. See 35 U.S.C. §§ 101-103 (1982). See also Graham v. John Deere Co., 383 U.S. 1, 5-6
(1966).
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agreement or otherwise. For example, the Patent Office might issue a
patent for an invention even though it may know that the invention is a
subject of copyright protection. Under such circumstances the patentee's right to enforce his copyright, even after the expiration of the patent, arguably becomes an implicit term of the patent contract. By
granting the patent with knowledge of the copyright, the Patent Office
would have acquiesced to the multiple protection. As such, there would
be no failure of consideration even if the patentee chooses to enforce his
copyright after the expiration of the patent. The Patent Office's acquiescence would, however, violate the rule against extending the patent
grant through private agreement.
This principle is well demonstrated by the Supreme Court's decision in Scott Paper Co. v. Marcalus Manufacturing Co.,168 which held
that one could not, by contract, prevent another from making use of an
expired patent. This would have the effect of recapturing that which,
upon expiration of the patent, had become free for all to use.
The petitioner in Scott Paper had obtained, through assignment, a
patent for "a method and machine for mounting a cutting strip of a
hard non-metallic substance on an edge of a box blank.'1 69 When accused of infringing the very patent he had assigned, the inventor's defense was that his accused machine was actually a copy of an expired
1 70
patent that was issued to Inman.
The Court was persuaded by the fact that the accused infringer had
copied the invention from an expired patent. The Court reasoned that
once a patent has expired, parties may not agree to extend the former
168. 326 U.S. 249 (1945).
169. Id. at 250. Scott Paper Company had been assigned the patent in suit by Automatic Paper Machinery Corp., to which Marcalus had assigned the patent application
while an employee.
170. Id at 251. The Third Circuit noted that Marcalus' machine was in fact a "Chinese
copy" of the device shown in the expired patent. 147 F.2d 608, 609-10 (3d Cir. 1945). Despite the fact that the expired Inman patent anticipated the issued patent, the petitioner
sought to enforce the doctrine of assignor estoppel, which states that an assignor of a patent is estopped from later claiming the assigned patent invalid in an infringement suit.
326 U.S. at 252. The doctrine was applied in Westinghouse Elec. & Mfg. Co. v. Formica
Insulation Co., 266 U.S. 342 (1924), where the Court stated "that an assignor of a patent is
estopped to attack the utility, novelty or validity of a patented invention which he has assigned or granted as against any one claiming the right under his assignment or grant."
I& at 349. Nonetheless, the Formica Court held that the assignor could avoid infringement by narrowing the claims of the assigned patent by reference to the prior art. Id. at
351. The estoppel-of-assignor doctrine is a close relative of the licensee estoppel doctrine,
which stated that the licensee of a patent could not challenge the validity of the patent in
an infringement suit. This doctrine was overruled in the case of Lear, Inc. v. Adkins, 395
U.S. 653 (1969). See also C.R. Bard, Inc. v. Schwartz, 716 F.2d 874 (Fed. Cir. 1983). The
basis for the Court's overruling of the doctrine was that the public has a special interest in
having invalid patents challenged in the courts.
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monopoly. Such attempts would run counter to the policy and purpose
of the patent laws, which dictate that the public is free to make unrestricted use of what an expired patent discloses. 1 71 The Court
continued:
It is thus apparent that the patent laws preclude the patentee of an
expired patent and all others including petitioner from recapturing any
part of the former patent monopoly; for those laws dedicate to all the
public the ideas and inventions embodied in an expired patent. They
do not contemplate that anyone by contract or any form of private arrangement may withhold from the public the use of an invention for
which the public has paid by its grant of a monopoly and which has
been appropriated to the use of all. The rights in the172invention are
then no longer subject to private barter, sale, or waiver.
The rule of Scott Paper should apply to multiple protection cases.
Scott Paper demonstrates the contractual nature of a patent as an agreement between the inventor and the public. This agreement prevents
the inventor from making private arrangements with others that adversely affect the public interest of having free access to the invention
upon the expiration of the patent. The issuance of a patent for a program which has already received copyright protection can be seen as a
private agreement between the inventor and the Patent Office, to the
exclusion of the public. Under the rationale of Scott Paper, such attempts at multiple protection should be disallowed as attempts to ex173
tend the patent grant through private agreement.
171. Said the Court:
The aim of the patent laws is not only that members of the public shall be free to
manufacture the product or employ the process disclosed by the expired patent,
but also that the consuming public at large shall receive the benefits of the unrestricted exploitation, by others, of its disclosures.... If a manufacturer or user
could restrict himself, by express contract, or by any action which would give rise
to an "estoppel," from using the invention of an expired patent, he would deprive
himself and the consuming public of the advantage to be derived from his free
use of the disclosures. The public has invested in such free use by the grant of a
monopoly to the patentee for a limited time. Hence any attempted reservation or
continuation in the patentee or those claiming under him of the patent monopoly, after the patent expires, whatever the legal device employed, runs counter to
the policy and purpose of the patent laws. And for the same reason a stranger,
such as respondent Marcalus, cannot, by securing and assigning a patent on the
invention of the expired Inman patent, confer on petitioner any right to deprive
the public of the benefits of the free use of the invention for which the public has
paid by the grant of a limited monopoly.
Scott Paper,326 U.S. at 255-56 (citations omitted).
172. Id. at 256-57 (citations omitted). See also Kellogg Co. v. National Biscuit Co., 305
U.S. 111 (1938); Singer Mfg. Co. v. June Mfg. Co., 163 U.S. 169 (1896); In re Honeywell,
Inc., 497 F.2d 1344, 1348 (C.C.P.A. 1974) (trademark may not be used to extend patent monopoly by preventing copying of functional shapes).
173. There is a distinction between Scott Paperand multiple protection. In Scott Paper, an attempt was made to extend a patent which had already expired. In multiple protection cases, the programmer simply attempts to patent that which has already been
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The Relationship Between Double Patentingand Multiple
Protectionfor Computer Programs

The concept of double patenting derives from a doctrine that prevents "one person from obtaining more than one valid patent for the
1 74
same invention or obvious modifications of the same invention.'
Double patenting is condemned because the patent statutes say that an
inventor "may obtain a patent,"'175 for his invention, meaning not more
than one.1 7 6 Double patenting is also impermissible because it would allow an inventor to extend his patent monopoly by making claims in a
second patent that were indistinguishable from those of his first patent. 77 Indeed, the primary purpose of the double patenting doctrine is
to prevent such a result.17 If, however, the applicant is able to demonstrate that his second application relates to a distinct and independent
invention as compared to the first patent, the double patenting doctrine
179
will not apply.
A copyright is not a patent, thus the doctrine against double patenting does not apply to multiple protection for computer programs in a
literal sense. Given the utilitarian nature of programs generally, however, concurrent patent/copyright protection for programs creates a situation practically indistinguishable from that of double patenting. In
copyrighted. Without the patent, the copyright would extend for 75 years anyway, suggesting that a subsequently-issued patent extends nothing. However, a patent confers
many valuable rights on the patentee, which can offer a greater scope of protection than
copyright. These greater rights justify the shorter duration of the patent grant, which the
copyright extends. See infra note 223. Thus, it is the copyright which extends the patent,
as a result of the Patent Office's acquiescence in multiple protection.
174. 3 D. CHISUM, supra note 5, § 9.01, at 9-2. See also Miller v. Eagle Mfg. Co., 151
U.S. 186, 198 (1894). See generally M.P.E.P., supra note 114, § 804 (4th ed. 1979). Double
patenting may also bar issuance of separate design and utility patents on related subject
matter. 3 D. CHISUM, supra note 5, § 9.03[4], at 9-38.
175. 35 U.S.C. § 101 (1982) (emphasis added).
176. See Gambrell, supra note 13, at 443. See also 3 D. CHISUM, supra note 5, § 9.03[3].
177. See generally In re White, 405 F.2d 904, 906 (C.C.P.A. 1969); M.P.E.P., supra note
114, § 804. This extension-of-monopoly problem is generally solved by permitting the patentee to file a "terminal disclaimer" in the second patent application, which stipulates
that both patents will expire on the same day, the day the first patent expires. See 35
U.S.C. § 253 (1982); 37 C.F.R. § 1.321 (1985). See generally 3 D. CHISUM, supra note 5,
§ 9.0113], at 9-34 to -35.
178. 3 D. CHISUM, supra note 5, § 9.01, at 9-3.
179. See, e.g., In re DuBois, 262 F.2d 88, 90 (C.C.P.A. 1958) (design and utility patent on
same article proper where mechanical and ornamental features are separate and independent of each other); Ropat Corp. v. McGraw-Edison Co., 535 F.2d 378, 381 (7th Cir.
1976). See also Fearing Mfg. Co. v. Hopkins Agricultural Chem. Co., 485 F. Supp. 985, 988
(W.D. Wis. 1980); Gambrell, supra note 13, at 465. But see Transmatic, Inc. v. Gulton Indus., Inc., 601 F.2d 904, 909-10 (6th Cir. 1979) (rule against double patenting prevents both
design and utility patent on same device).
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both cases, two forms of protection are used for the same utilitarian
work, one of which extends the initial patent monopoly.
A copyright and a patent on the same machine-readable program
provide their own forms of protection for the same work, to the extent
that both prevent the program from being copied. The same is true of
copyrighted programs utilized by patented processes or apparatus, to
the extent that a patent on the process or apparatus prevents one from
copying and selling the program under the doctrine of contributory infringement.- 80 Thus, the policy behind the doctrine against double patenting applies with analogous, if not equal, force to computer programs
181
subject to multiple protection.
B.

THE CONSTITUTIONAL PURPOSE OF PROMOTING THE USEFUL ARTS
IS HAMPERED BY MULTIPLE PROTECTION

1. HistoricalBackground of the Patent/CopyrightClause
The Constitution grants Congress the power to pass legislation for
the protection of inventions and writings. The clause which gives Congress this power directs that exclusive rights be given to authors and inventors only for limited periods of time, the aim being to promote the
1 82
progress of science and the useful arts.

It is generally accepted that the clause is really two provisions
180. A patent on a process or apparatus would likely protect against copying for purposes of selling the program if the program, when sold separately, is incapable of substantial non-infringing use of the process or apparatus. 35 U.S.C. § 271(c) (1982) provides:
Whoever sells a component of a patented machine, manufacture, combination or composition, or a. . .patented process, constituting a material part of the
invention, knowing the same to be especially made or especially adapted for use
in an infringement of such patent, and not a staple article or commodity of commerce suitable for substantial noninfringing use, shall be liable as a contributory
infringer.
See Thompson-Houston Elec. Co. v. Illinois Tel. Constr. Co., 143 F. 534, 538 (N.D. Ill.
1906), affd, 152 F. 631 (7th Cir. 1907) (double patenting would result if one could extend
patent monopoly on combination with after-acquired patent on one element of the combination). See also Pierce v. Allen B. DuMont Laboratories, Inc., 297 F.2d 323, 328 (3d Cir.
1961) (inventor precluded from obtaining second patent on element of previously patented
combination if that element was "essential" to patentability of combination); Palmer
Pneumatic Tire Co. v. Lozier, 90 F. 732, 744 (6th Cir. 1898). See generally 3 D. CHISUM,
supra note 5, § 9.03[2][iii].
181. It is interesting to note that if an applicant files a patent on an apparatus or process which utilizes a computer program which is itself considered a separate invention,
the applicant may be required, through a divisional application, to seek a separate patent
on the program. See generally 35 U.S.C. § 121 (1982); M.P.E.P., supra note 114, § 802. If
an applicant is required by the Patent and Trademark Office to file a divisional application, the first patent may not be used as a reference against the second to show double
patenting. See 3 D. CHISUM, supra note 5, § 12.05.
182. The clause reads: "The Congress shall have the Power ... to promote the Progress of Science and useful Arts, by securing for limited Times to Authors and Inventors

1986]

ELECTION OF PROTECTION

merged into one 183 which can be expressed as follows:
The Congress shall have the power to
1. Promote the progress of science by securing to authors the exclusive right to their writings.
2. Promote the progress of useful arts by184securing to inventors
the exclusive rights to their discoveries.
This interpretation is important for an understanding of the meaning of
the patent clause, because at the time that the clause was written, the
word "science" did not mean what it means today. In 1787, when the
clause was written, science meant "knowledge" or "learning. 1 85 Thus,
the exclusive Right to their respective Writings and Discoveries." U.S. CONST. art I, § 8,
cl. 8.
Since the proceedings of the Constitutional Convention were kept secret, it is not
clear which framer actually drafted the clause. There was concern that if the proceedings
were open, jealousy of authorship or opposition because of antagonism from one state to
another might be aroused. Fenning, The Origin of the Patent and Copyright Clause of the
Constitution, 17 GEO. L.J. 109 (1929). It is generally accepted, however, that Charles
Pinckney and James Madison were responsible for the essential elements embodied in the
final draft. See generally 1 A. DELLER, supra note 98, § 10. The actual meaning of the
clause is not readily ascertainable from the constitutional proceedings, because there was
apparently no debate with reference to the clause, nor were any minutes concerning the
provision kept. Fenning, supra, at 114. It is worth noting that the clause conspicuously
omits specific reference to either "patents" or "copyrights." It has been suggested that
these words were omitted because the framers did not want to limit the forms of exclusive rights to those known as "patents" and "copyrights" under then-existing state law.
Id. at 116.
The intent of the Founding Fathers in drafting a patent provision into the Constitution was undoubtedly based on encouraging the new country's basically agrarian society to
become self-sufficient through industrialization, spurred through technological research
and development. A similar problem had faced 16th century England, which, as a primarily agricultural society, lagged behind the other European countries in industrial progress.
See generally Deller, supra note 80, at 155, 158-59.
183. 1 A. DELLER, supra note 98, § 10. See also In re Bergy, 596 F.2d 952, 958 (C.C.P.A.
1979).
184. 1 A. DELLER, supra note 98, § 10; Lutz, Patentsand Science, A Clarifcationof the
Patent Clause of the U.S. Constitution,18 GEO. WASH. L. REv. 50, 51 (1949). See generally
Bergy, 596 F.2d at 958. This interpretation of the clause has been presented as illustrative
of the balanced sentence used by 16th century writers. In reading a balanced sentence, all
of the first-named items are read as connected by a thread of thought. This balanced sentence approach was first explained by Richard B. DeWolf, a former Acting Register of
Copyrights, in his book on copyright law. See R. DEWOLF, AN OUTLINE OF COPYRIGHT
LAW 15 (1925). This balanced sentence construction of the clause was later endorsed by
both houses of Congress in their reports concerning the Patent Act of 1952. See H.R. REP.
No. 1923, 82d Cong., 2d Sess. 4 (1952); S. REP. No. 1979, 82d Cong., 2d Sess. 3 (1952).
185. See Deller, supra note 80, at 161-62 (citing a letter from Professor Crosskey).
Notwithstanding the proposed balance sentence interpretation and 18th century meaning
of "science," the Supreme Court has on several occasions lumped both "science" and the
"useful arts" together as objects to be promoted by granting patents. See, e.g., Pennock v.
Dialogue, 27 U.S. (2 Pet.) 1 (1829). See also Great Atl. & Pac. Tea Co. v. Supermarket
Equip. Corp., 340 U.S. 147 (1950), wherein Justice Douglas, in a concurring opinion, stated
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the first provision of the clause relates only to copyrights, since "writings" were thought to further knowledge or learning. Similarly, the
term "useful arts" meant what today would be termed "technology," or
"technological arts."'186 Thus, the primary purpose of this portion of the
clause relating to patents is to permit Congress to promote technology
through patent legislation.
2.

Why Multiple Protection Fails to Promote the
Useful Arts as Intended

The primary constitutional goal behind patent law is to promote
the "useful arts," or "technology." Providing financial rewards to inventors is of secondary importance.' 8 7 The patent system promotes the
that to justify a patent, an invention must serve "the ends of science-to push back the
frontiers of chemistry, physics and the like; to make a distinctive contribution to scientific
knowledge," and that under the Constitution, must "serve a higher end-the advancement of science." Id. at 154-55 (Douglas, J., concurring). See also Seymour v. Osborne, 78
U.S. 516, 533 (1871): "Letters patent ... promote the progress of science and the useful
arts." Further confusion is evidenced by statements such as "authors of useful inventions." Grant v. Raymond, 30 U.S. 94, 97, 6 Pet. 218, 241 (1832). Just as it is doubtful that
the term "science" is applicable to patents, it is unlikely that the term "useful arts" is applicable to copyright. See 1 M. NIMMER, supra note 16, § 1.03[B], at 1-31.
Although science may mean knowledge, it is fairly clear that not every work susceptible to copyright protection must promote knowledge. Congress has apparently opted to
protect all of the defined works in the copyright laws in an effort to promote knowledge
generally, without actually requiring that each copyrighted work promote such knowledge. See generally 1 M. NIMMER, supra note 16, § 1.08[C], at 1-49. See also Mitchell Bros.
Film Group v. Cinema Adult Theaters, 604 F.2d 852, 860 (5th Cir. 1979) (all-inclusive nature of the copyright act reflects policy judgment that encouraging production of wheat
also requires protection of a good deal of chaff).
186. Lutz, supra note 184, at 54. See also Bergy, 596 F.2d at 958.
187. See, e.g., Pennock v. Dialogue, 27 U.S. (2 Pet.) 1, 19 (1829), where the Court remarked: "While one great object [of the patent laws] was, by holding out a reasonable
reward to inventors ... for a limited period, to stimulate the efforts of genius; the main
object was 'to promote the progress of science and useful arts ... ' See also Sinclair &
Carroll Co. v. Interchemical Corp., 325 U.S. 327, 330-31 (1945); Motion Picture Patents Co.
v. Universal Film Mfg. Co., 243 U.S. 502, 510 (1917); Kendall v. Winsor, 62 U.S. (21 How.)
322, 327-28 (1858). Accord Fearing Mfg. Co. v. Hopkins Agricultural Chem. Co., 485 F.
Supp. 985, 989-90 (W.D. Wis. 1980); Allegheny Drop Force Co. v. Portec, Inc., 370 F. Supp.
673 (W.D. Pa. 1974), affd 541 F.2d 383 (3d Cir. 1976).
The same policy, that the progress of science and the useful arts is the primary goal
and the private gain is secondary, applies to copyright. See, e.g., Sony Corp. v. Universal
City Studios, Inc., 464 U.S. 417 (1984); Twentieth Century Music Corp. v. Aiken, 442 U.S.
151, 156 (1975); Mazer v. Stein, 347 U.S. 201, 219 (1954); United States v. Paramount Pictures, 334 U.S. 131, 158 (1948); Fox Film Corp. v. Dogal, 286 U.S. 123, 127 (1932). See generally 1 M. NIMMER, supra note 16, § 1.103[A], at 1-30 to -31.
This goal, promoting the progress of technology, was deemed important because of
the positive effect advanced technology could have on the new country. See generally
Deller, supra note 80, at 152; Lutz, supra note 184, at 55. See also Kewanee Oil Co. v.
Bicron Corp., 416 U.S. 470, 480 (1974).
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useful arts on three levels. First, the patent system encourages invention by granting exclusive rights to the patentee. The incentives for invention are greater when patent protection is available than when such
protection is unavailable. 188 Rather than being an end served by the
patent laws, the exclusive rights of the patent monopoly may be seen as
one of several means to the end of the constitutional goal of promoting
technology.
Another way in which the patent laws further the constitutional
goal of promoting the progress of technology is through the disclosure
requirements for making a patent application. The patent laws require
that in making an application for a patent, the inventor must disclose
the substance of his invention so that anyone skilled in the particular
field to which the invention pertains could build or practice the invention.189 Once the patent issues, any member of the public can obtain
valuable information from the disclosure contained in the patent. Indeed, the public is free to use whatever information the patent discloses
as long as the patent is not infringed. In this way, the information disclosed in a patent promotes technology by teaching other inventors
about the patented invention so that they might improve upon and further advance the art.190
A third way in which the patent laws promote technology is
188. See, e.g., Kewanee Oil, 416 U.S. at 480. See also Mannington Mills, Inc. v. Congolium Indus., Inc., 610 F.2d 1059, 1070 (3d Cir. 1979), where the court said: "The purpose
of [the] limited monopoly is to provide an incentive . . . to innovative research, to make
the investments required to put new inventions into practice, and to make the benefits of
the invention available to a wider public."
189. 35 U.S.C. § 112 (1982) provides in part:
The specification shall contain a written description of the invention, and of
the manner and process of making and using it, in such full, clear, concise, and

exact terms as to enable any person skilled in the art to which it pertains, or with
which it is most nearly connected, to make and use the same, and shall set forth
the best mode contemplated by the inventor of carrying out his invention.

Disclosure is the only obligation the patent owner has in securing a patent. He need not
even use the invention or grant its use to others. See Hartford-Empire Co. v. United
States, 323 U.S. 386, 432-33 (1945); Continental Paper Bag Co. v. Eastern Paper Bag Co.,
210 U.S. 405, 424, 429-30 (1908). See generally 8 A. DELLER, supra note 98, § 635, at 148-49.
190. Kewanee Oil, 416 U.S. at 480-81. It has been noted that the dissemination of information disclosed in a patent is important because of the "multiplier" effect technological

disclosures have on further invention and potential infringement.

Summary of PTO

Automation Report, 25 PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 610, at 183 (Dec. 23,

1982). Patented inventions are, after all, usually improvements on prior devices which
themselves may have been patented. General Elec. Co. v. Wabash Appliance Corp., 304
U.S. 364, 368 (1938); Nickola v. Peterson, 580 F.2d 898 (6th Cir. 1978), cert denied, 440 U.S.
961 (1979). Experimental use of a patented invention is not an infringement of that invention, provided that the experimental use is not for profit. See 4 D. CHISUM, supra note 5,
§ 16.03[1].
Professor Lange has noted the corresponding effects the copyright laws have on en-

riching the public domain:

COMPUTER/LAW JOURNAL

[Vol. VI

through the increased competition that results from the limited patent
grant. Prior to the expiration of his patent, the inventor is able to reap
pseudo-monopoly profits from his invention. Once the patent expires,
however, he must accept the lower profit margins resulting from free
competition. The limited duration of the grant thus promotes technology by encouraging the inventor himself to build a better mousetrap
once the patent expires. 19 1 Indeed, competition is fostered prior to the
patent's expiration by encouraging others to produce a product as good
192
as, yet different from, the patentee's.
On the surface, it would appear that multiple protection for computer programs advances the three methods of promoting technology
discussed above. Further analysis, however, shows the opposite to be
true.
a. Incentives to inventors: The availability of multiple protection
for computer programs would seem to have an incremental effect on
encouraging programmers to write programs. In theory, a programmer
would work more fervently in writing a program if he knew that there
was a possibility of obtaining both patent and copyright protection, as
opposed to just one form of protection for his work. In practice, however, it is unlikely that a programmer would feel a greater compulsion
to draft programs because of the availability of multiple protection.
Due to the current, rapid pace of computer technology, most programs are commercially obsolete within ten to fifteen years after they
are introduced. 193 Faced with the prospect of a ten to fifteen-year comCopyright is an amalgam of property law principles bent to the service of a
rather simple bargain. A limited term of protection against copying is granted to
the author's original expression in exchange for the dedication of that expression
to the public domain at the end of the term. The public ordinarily benefits at
least twice from this bargain: once, when the original expression is first created,

and then again when the expression is added to the public domain from which
anyone may borrow freely to fashion new works. Although a copyright belongs
to an author during its term, the ultimate purpose of this bargain is not to protect
authors but rather to enrich the public domain. The cardinal principle in copy-

right law, then, is that any decision to extend the law or to recognize new interests ought to be based on a realistic expectation that one day the public domain
will bear new fruit.

H.R. REP. No. 781, 98th Cong., 2d Sess. 5, reprintedin 1984 U.S. CODE CONG. & AD. NEWS
5750, 5754 (footnote omitted).

191. "If you build a better mousetrap than your neighbor, though you live in the woods
the world will make a beaten path to your door."-Ralph Waldo Emerson.
192. James P. Marsh Corp. v. U.S. Gauge Co., 129 F.2d 161, 164 (7th Cir. 1942). See
generally 4 A. DELLER, supra note 98, § 207, at 7.
193. See generally Samuelson, supra note 1, at 766-67 & n.482 (marketable life span of
most programs is 10 to 15 years); Selinger, ProtectingComputer Software in the Business
Environment: Patents,Copyrights and Trade Secrets, 3 J.L. & CoM. 65, 74 (1983) (noting
that within the one to three years it takes to issue a patent, the software of the invention
may no longer be commercially valuable).
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mercial value, a programmer who writes a patentable program would
probably not be interested in the prospect of additional protection
through copyright beyond the program's commercially useful life. 194
Because of the short "shelf life" of most programs, few would even attempt to copy them after the patent expires. A patent on the program
protects more than just copying the program. For example, the patent
law doctrine of equivalents protects against works which perform substantially the same function as the patented work in substantially the
same way, even though the infringing work is not a copy of the patented work. 195 Thus, a copyright on the program during the term of
the patent would be redundant, and upon expiration of the patent, copyright would be of little practical use. As a result, a programmer would
derive little, if any, additional incentives from the prospect of multiple
protection.
Suppose, however, that a programmer writes a patentable program
that is so novel and revolutionary, that it would maintain its commercial value well beyond the term of the patent. 196 It would then be conceivable that programmers would derive additional incentives from the
prospect of multiple protection for developing such "super programs."
After the patent had expired, the copyright would remain in force, thus
preventing the copying of the program for a longer time period, and resulting in increased revenue to the programmer. To permit such multiple protection, however, would replace the primary constitutional goal
of promoting the progress of technology with that of improving the inventor's financial position. 197 In addition, any additional incentives to
194. Of course, a programmer would certainly be interested in obtaining copyright protection for his program during the lengthy interim between application and issuance of
the patent. This Article's approach to the election of protection doctrine would encourage
such a course, not requiring an election to be made until the programmer is notified that
the patent will issue. See inkfra notes 280-83 and accompanying text.
195. See supra notes 121-22 and accompanying text.
196. The UNIX operating system, which has been a tremendous success for many
years, would be an example of such a "super program."
197. See Fearing Mfg. Co. v. Hopkins Agricultural Chem. Co., 485 F. Supp. 985, 989-90
(W.D. Wis. 1980) (noting that extension of design patent by later issuance of utility patent
does not meet primary constitutional purpose of promoting technology, rather contravenes patent system's purpose of bringing new inventions into public domain). Former
Commissioner Coe once noted:
It is not the principle purpose of the patent laws of our own country or of any
nation to reward an individual. The purpose is much deeper and the effect much
wider than individual gain. It is the promotion of science and the advancement
of the arts looking to the general welfare of the Nation that the patent laws hope
to accomplish. The individual reward is only a lure to bring about this much
broader objective. Every patent granted benefits society by adding to the sum total of human knowledge, but that is not enough, and that alone will not achieve
the ultimate goal of the patent system.
Sinclair Co. v. Interchemical Corp., 325 U.S. 327, 331 n.1 (1945).
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programmers would be minimal, if not wholly speculative. 198 If the
program were really so novel as to be in demand even after the patent
had expired, it would likely have commanded a premium price during
the term of the patent. This would probably be a sufficient incentive or
reward for the programmer. 199
b. Disclosureas a means of promoting technology: At first glance,
it would seem that multiple protection does nothing to impede the dis200
closure purpose served by the patent laws. A patentable program
would need to be disclosed as if it were any other patentable invention
and would be available for public inspection upon the issuance of the
patent. 20 1 A copyright which continued beyond the term of the patent
would not seem to detract from what the patent had already disclosed.
In practice, however, programs are not effectively disclosed under
either the patent or copyright systems, with multiple protection only
exacerbating this problem.
There are two types of disclosure relating to computer programs.
The first type involves disclosure of the written aspects of the program,
that is, disclosure of the program for what it can teach other programmers. Currently, the Patent Office permits such disclosures to be made
in either source (human-readable) code or object (machine-readable)
198. It is highly unlikely that a potential programmer would be dissuaded from writing a program by the prospect of only being permitted one form of protection for that program. In the computer industry, the real "lure" to innovation likely is not so much the
potential availability of patent or copyright protection, but the keen competition which
continuously spawns better and faster programs.
199. As will later be shown, multiple protection may actually reduce incentives for the
author to create new programs by encouraging the author to allow the program to languish over the term of the copyright. See infra notes 224-28 and accompanying text.
200. A program that is not itself patented, but is part of a patented process or apparatus, would also need to be submitted as part of the application if it would be necessary for
one skilled in the art to have access to the program in order to practice the invention. 35
U.S.C. § 112 (1982). This form of disclosure would be required even if the patent claims
only recite a computer program in "means for" language. See supra note 123.
201. A computer program, as part of a patent application, is submitted in the description portion of the specification. A program may be submitted in either source code or
object code. If the program is 10 pages or less, it must be submitted as drawings or a part
of the specification, which become part of the printed patent. If the program is longer
than 10 pages, it may be alternatively submitted in microfiche form. Programs submitted
in this manner do not become part of the printed patent, rather become part of a
"microfiche appendix," available to the public after the patent is granted. See generally 37
C.F.R. § 1.96 (1985). It is interesting to note that because the copyright office will not register a copyright on a drawing that is part of an issued patent, a program if submitted as a
drawing in a patent application would also likely be refused copyright protection, if the
patent issued prior to the application for copyright. See supra notes 84-85 and accompanying text.
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code. 20 2 Although a program disclosed in source code would be of great
value as a teaching aid to programmers, a program deposited in object
as a disclosure, since object code is unreadcode would be of little 20value
3
able to a programmer.
The second type of disclosure relating to computer programs involves its functional, rather than information-conveying, aspects. A
program is valuable as a disclosure not only for what it tells other programmers, but also (as embodied in software) for what it does as a disclosure to the public. 20 4 The functional aspects of the program as a
machine part add to the sum total of human knowledge by providing inventors with another tool with which to create new technological developments. This value is enhanced by the ease with which a program may
20 5
be copied.
202. See supra note 201. The Copyright Office's requirements regarding disclosure are
even more lenient than the Patent Office's. Only one copy of "identifying portions" of the
program needs to be deposited. "Identifying portions" means either the first and last 25
pages of the program if produced on paper, or equivalent units if produced in microform.
37 C.F.R. § 202.2(c)(2)(vii)(A) (1985). For a discussion concerning the problems of not requiring more meaningful disclosure of programs to receive copyright protection, see Samuelson, supra note 1, at 706-13. It has been noted that some programmers meet the
deposit requirement by depositing 50 pages of comments. Id. at 715 & n.214.
203. Theoretically, a computer expert familiar with the particular program language
could "read" object code by making a "core dump" of the program, which would translate
the machine code into the l's and O's of the binary code. For all practical purposes, however, object code is unreadable. The unreadable nature of object code is demonstrated by
the fact that the Copyright Office cannot identify whether a program submitted in
machine-readable form is an original work of authorship. See Samuelson, supra note 1, at
683-84 n.74. That the Patent Office does not require programs to be deposited in human
readable form is perhaps the ultimate irony. By permitting the submission of unreadable
object code, the Patent Office itself has impeded the progress of technology in the art of
computer programming by preventing those who could learn from and improve upon such
programs from reading them.
Although object code can be translated into human-readable form using decompilers
or disassemblers, the process is laborious and not always fruitful. In addition, the
programmer's comments, helpful in understanding the logic and structure of the program,
are lost in the process. See generally Grogan, Decompilation and Disassembly: Undoing
Software Protection, 1 COMPUTER LAw. 1 (1984).
204. Indeed, a machine-readable program is more valuable for what it does than for
what its source code might convey to humans. Samuelson, supra note 1, at 733. The functional qualities of a computer program create a crucial distinction between programs and
other copyrightable works. A book, for example, tells someone how to do something.
Similarly, source code can be instructive to programmers wishing to learn about the particular programming methods used. The program, as embodied in object code, however,
does more than instruct-it performs tasks. It is this functional aspect of the program
that is disclosed when the patent issues, and should become part of the public domain
upon expiration of the patent, but is withheld from the public domain by virtue of the
copyright, which prevents the program from being copied.
205. Programs may be copied quickly and at minimal cost. See generally Samuelson,
supra note 1, at 689-90. During the early life of the program, when it is most marketable,
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The Supreme Court has acknowledged the value of a patented disclosure in advancing technology:
When a patent is granted and the information contained in it is circulated to the general public and those especially skilled in the trade,
such additions to the general store of knowledge are of such importance to the public weal that the Federal Government is willing to pay
the high price of 17 years for exclusive use for its disclosure, which disclosure, it is assumed, will stimulate ideas and20 the
eventual develop6
ment of further significant advances in the art.
Once the patent on a computer program or process or apparatus utilizing that program has expired, others should be able to make the most
efficient use of that program by copying it and "tinkering" with it in order to advance technology. A copyright on the program, however, prevents the ready copying of the programs, requiring the inventor to
purchase, at pseudo-monopoly prices, as many copies as he may need.
This added expense to the public impedes the increment of technological advancement that might otherwise be forthcoming were the public
permitted to freely copy the program for the implementation in new
products or processes.
To the extent that a program, as embodied in software, is itself a
disclosure to the public, a copyright on that program keeps the public
from benefiting from this disclosure after the patent has expired by
preventing the public from copying the program. Withholding such dis20 7
closure does not promote technology; instead, it impedes progress.
this fact can and does result in substantial losses in revenue to the industry through
piracy. Id at 690-92. Once a patent on the program or process or apparatus containing the
program has expired, however, the commercial value of the program will likely have run
its course. See supra note 193. At that point, the program's liability, created by the ease
of copying, becomes an asset to the general public. The program will have become an eas-

ily-duplicated (albeit technologically obsolete) tool.
206. Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 481 (1974).
207. See Davidson, supra note 102, at 689. The Patent and Trademark Office is itself
contributing to the impairment of computer-related technologies by accepting machinereadable code in applications for patents on programs. Such policies completely frustrate

the disclosure requirements of the patent laws. See supra note 203.
Non-disclosure of inventions impedes progress to the extent that inventors are not
able to adapt and improve upon the patented invention. This method of promoting technology is nicely demonstrated in the case of the invention of the triode. In order to invent
the triode, the inventor, DeForest, was required to experiment with and modify the diode,
itself already the subject of a patent granted to Fleming. Since the Fleming patent would

have prevented DeForest from making, using, or selling his own invention, the two inventors entered into a cross-licensing agreement, whereby each inventor was granted permission to operate under the other's patent. See BUCKLES, IDEAS, INVENTIONS, AND PATENTS

11-13 (1957). Cross-licensing agreements are generally lawful, unless used to fix prices in
violation of the antitrust laws. See, e.g., United States v. Line Material Co., 333 U.S. 287
(1948). See also United States v. Studiengesellschaft Kohle, 670 F.2d 1122, 1131 & n.13
(D.C. Cir. 1981).
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The previous section demonstrated that this impairment of disclosure
can be seen as a "failure of consideration" for the patent grant. Since
the copyright on the program would prevent copying even after the patent had expired, this would have the effect of extending the monopoly
208
on what should have passed into the public domain.
c. The negative effects of multiple protection on competition and
the resulting negative effects on promoting the progress of technology:
There has been much discussion regarding the interrelationship between the American intellectual property system and free competition.
The patent and copyright laws are compromises between the competing
policy interests of free competition and stimulation of invention. 20 9
Multiple protection skews the compromise in favor of rewarding inventorship at the expense of free competition. 2 10 The incremental gain
to stimulation of inventorship is minimal, if not speculative. 21 ' By comparison, the resulting negative effect on competition, and hence the promotion of technology, could be substantial.
From the multiple protectionist's viewpoint, if a copyright were
permitted to extend beyond the term of the patent, competition (and
hence technology) would be fostered to the extent that other programmers would be forced to devise programs that perform as well as or better than the copyright owner's, without infringing the latter's copyright.
208. See supra notes 155-67 and accompanying text.
209. As the Supreme Court has noted, "Congress chose a compromise between competBut the
ing policy interests. The policy of free competition runs deep in our law ....
policy of stimulating invention that underlies the entire patent system runs no less deep."
Dawson Chem. Co. v. Rohm & Haas Co., 448 U.S. 176, 221 (1980). Additionally, "[t]he
grant of an exclusive right to an invention was the creation of society-at odds with the
inherent free nature of disclosed ideas-and was not to be freely given. Only inventions
or discoveries which further human knowledge, and were new and useful, justified the
special inducement of a limited private monopoly." Graham v. John Deere Co., 383 U.S. 1,
9 (1966).
210. One commentator has noted the inverse relationship between incremental increases in the stimulation of new invention and the societal cost of extending a monopoly:
The duration of the patent monopoly is an important characteristic of these
grants because it influences their value greatly. Within certain limits, a longer
patent has more value while a shorter one has less value. If this were a direct
relationship, true under all circumstances, we could say that a 34 year patent
would promote twice as many inventions as our present 17 year grants and that
an eight and one-half year patent would be only half as effective in stimulating
new discoveries. Obviously, such is not the case. In most instances, an additional
year of patent life adds less value than the previous year added even though the
disadvantages of a longer monopoly might increase more than proportionally
with each additional year. Ideally the legal life of a patent should represent a
balance between the additional incentive of another year and the social cost of a
longer monopoly.
White, Why a Seventeen Year Patent?, 38 J. PAT. OFF. Soc'Y 839, 840 (1956).
211. See supra notes 193-99 and accompanying text.
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The upshot of this theory is that the longer the duration of protection,
the greater the effect on competition and hence the greater the effect
on technology. Further study, however, shows the opposite to be true.
An extension of the patent grant for the period of time afforded by
copyright would impose a societal cost having a profoundly negative impact on competition and as a result would hamper, rather than promote,
the progress of technology.
Congress' selection of seventeen years for the duration of the patent grant was not an entirely arbitrary decision. The seventeen-year
term was derived from the fourteen-year period for patents granted in
England, as established by the Statute of Monopolies in 1624.212 In England, this fourteen-year period was based on the time required for a
craftsman to train two new sets of apprentices. 213 The fourteen-year
period had a functional basis, as it was generally considered that the
time needed to put the invention into general practice throughout the
country correlated with the fourteen-year training period for two sets of
apprentices.21 4 The selection of a fourteen-year term was thus not
based in any way on rewarding the inventor, although this was likely a
secondary purpose. Indeed, the effect of the grant was to permit the in215
ventor to profit during the term of the grant.
The first Patent Act in this country followed England's lead, granting patents "for any term not exceeding fourteen years. '216 In contrast
to the British system, however, Congress later explicitly showed concern for rewarding inventors by providing that the fourteen-year term
could be extended seven more years if it were shown that the inventor
had failed to obtain a reasonable remuneration for his invention.2 1 7
This provision for a seven-year extension was abolished by the Patent
Act of 1861, which set the term at "seventeen years from the date of
219
issue,"21 8 where it remains today.
212. See generally White, supra note 210, at 839.
213. Each set of apprentices took approximately seven years to train.
214. White, supra note 210, at 841.
215. Id at 841-42.
216. Act of Apr. 10, 1790, ch. 7, § 1, 1 Stat. 109, 110. See generally 4 D. CHISUM, supra
note 5, § 16.04.
217. The Patent Act of 1836 provided that the patent term could be extended for seven
years, upon a determination that the patentee "without neglect or fault on his part [had]
failed to obtain, from the use and sale of his invention, a reasonable remuneration for the
time, ingenuity, and expense bestowed upon the same, and the introduction thereof into
use .... " Act of July 4, 1836, ch. 357, § 18, 5 Stat. 117, 125.
218. Act of March 2, 1861, ch. 88, § 16, 12 Stat. 246, 249. The 17-year term was apparently reached as a compromise between the historic 14-year period and the extended 21year period eliminated by the act of 1861. 4 D. CHISUM, supra note 5, § 16.041], at 16-51;
White, supra note 210, at 841. Thus, assuming that Congress intended the 14-year term, as
borrowed from England, to allow the inventor to put his invention into practice, the addi-
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The seventeen-year term applies to all utility patents. 220 It has
been noted that the uniform length of patent protection creates economic inefficiencies by protecting inventions with a relatively short useful life too generously, while granting other inventions a monopoly for
221
only a small fraction of their useful lives.
The useful life of most computer programs is considerably shorter
than the seventy-five years of protection afforded corporate copyright
owners. 222 Copyright protection for utilitarian programs thus creates
economic inefficiencies. Multiple protection can only exacerbate this already pressing problem. 223 The requirement of an election of protection
would be a substantial step toward a solution.
When a relatively short period of protection is granted for programs, such as seventeen years for patents, the inventor is forced to exploit and develop his invention as quickly as possible to maximize the
return on his investment. 224 In contrast, a program design might languish during the relatively long seventy-five year term of protection afforded by existing copyright law. 225 There is an inverse relationship
between the duration of exclusive rights for a work and incentives to
improve upon that work. For example, suppose a program were protional three years of the grant would seem to have been intended to insure that the inventor derived some benefit from his invention for some time thereafter.
219. 35 U.S.C. § 154 (1982).
220. The statutory term for design patents stands at 14 years. 35 U.S.C. § 173 (1982).
221. White, supra note 210, at 842-43. An example of an invention whose useful life
has extended long after the patent had expired would be the electric lightbulb. Patented
in 1884 by Thomas Edison (U.S. Patent No. 307,031), the lightbulb is used today in much
the same form as it existed over 100 years ago.
222. 17 U.S.C. § 302 (1982) grants to corporate owners copyright protection for a period
of 75 years from year of first publication, or 100 years from year of creation, whichever
expires first. For individuals, 50 years plus the life of the author is provided. In contrast,
the useful life of most programs is only 10-15 years. See supra note 193 and accompanying
text.
223. See Davidson, supra note 102, at 689 (dissent of M. Pokotilow). It has been suggested that "[t]he public has a strong interest in having either unrestricted access to useful works, or at least a relatively short term of restricted access to them. This public
interest, as much as the more extensive monopoly right, is what accounts for the considerably shorter term for patent rights." Samuelson, supra note 1, at 734-35. Multiple protection allows the programmer to get the best of both worlds-the more extensive exclusive
rights conferred by the patent laws and the more extensive durational rights of the 75year copyright term-for the same utilitarian works. Thus, multiple protection aggravates the economic inefficiencies of copyright protection for utilitarian works by twice depriving the public through two different forms of exclusive rights for the same work.
224. See White, supra note 210, at 844.
225. Davidson, supra note 102, at 771-72. The consequences of this relatively long period of protection has caused some commentators to propose a new form of intellectual
property protection for programs, shorter in duration than either patent or copyright.
See, e.g., Davidson, supra note 105, at 771-72; Samuelson, supra note 1, at 766-767.
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tected for a period of ten years under the recently enacted Semiconductor Chip Protection Act. 226 The owner of such protection would not be
able to sit back and charge pseudo-monopoly prices for too long without
developing improvements on the protected work. Because the public
(and the chip owner's competitors) would be free to copy the protected
work after ten years, research and development on improvements of
the work would need to begin almost immediately. On the other hand,
if the program is protected by copyright, the protection would endure
for seventy-five years. The availability of such lengthy protection gives
the programmer a greater incentive to forego research and development
expenses for a longer period of time and "cash in" on the present tech227
nology of his protected work.
This example demonstrates that a shorter term of protection requires software companies to act dynamically by creating and exploiting
existing programs quickly. Software companies would have to continually develop newer and better programs to meet the onslaught of competition that could be expected both before and after the particular
form of protection expires. As a result of this dynamic invest-researchdevelop-exploit-reinvest cycle, computer technology is promoted, and
228
the constitutional purpose of the patent/copyright clause is advanced.
226. Semiconductor Chip Protection Act of 1984, supra note 106, 1984 U.S. CODE CONG.
& AD. NEWS (98 Stat.) at 3349-50 (codified at 35 U.S.C. § 901-914 (Supp. II 1985)).
227. Of course, many software companies would be induced to develop improved programs with little or no regard to the duration of protection. The competitive forces of the
industry require it. Nonetheless, some programs, such as UNIX, have been and will continue to be commercially successful for many years. See supra note 196. When a program
exhibits a long commercially-valuable life, the owner of a copyright on that program
would tend to "milk" his "cash cow" until technological innovation by competitors forces
him to become more research-oriented. For some programs, this may not occur for many
years.
228. Mr. Davidson has noted the pro-competitive effect of a shortened term of protection, as illustrated in the case of Apple Computers. In its first five years of existence, Apple was able to achieve substantial size and market position, and now competes effectively
with other domestic competitors such as Franklin Computers. Although this corporate
success story was achieved without the competitive incentives created by shortened terms
of protection, it demonstrates that, indeed, shorter may be better. It also demonstrates
that if a computer company were unable to achieve market penetration during its first
five years of existence, this would likely be due to poor management and insufficient financial resources, rather than insufficient intellectual property protection or incentive for
invention. See Davidson, supra note 102, at 772.
The tendency of rapidly-paced technology, such as the computer industry, to leave in
its wake obsolete inventions has been suggested as a reason for reducing the duration of
the patent grant to the minimum period required to create incentives for invention:
The limited period for which a patent is to run likewise needs reconsideration. The term of years has never been accommodated either to industrial practice or to the incentive it serves.... The ways of handicraft have fixed the figure
for a machine technology. The demand is for the minimum period which, under
prevailing industrial conditions, will allow the proper incentive to invention....

19861

ELECTION OF PROTECTION

An election of protection requirement would be a positive step towards promoting technology by shortening the term of protection copyright currently affords all patentable programs, to the extent
programmers elect the shorter-duration patent protection. To be sure,
however, an election of protection requirement would not further this
purpose for all patentable programs. Many programmers, if required to
elect, would continue to seek the more easily-obtained, longer-term protection afforded by copyright. 229 Nonetheless, the requirement of an
election, when viewed in light of some of the decided advantages patent
protection has over copyright, 230 would likely result in a substantial
number of programmers electing patent protection over copyright. In
this way, an election of protection represents a positive step in shortening the duration of protection given to programs. Because this shortened duration of protection would have a positive impact on the
protected firm's competitive practices, technology would be promoted to
a greater extent than under existing multiple protection schemes,
which permit both patent and copyright protection for all patentable
programs.
d. Summary: This section has shown how multiple protection detracts from, and even impedes, the constitutional goal of promoting the
progress of technology. An election of protection requirement is consistent with the primary constitutional policy of promoting technology
through patent and copyright laws, and makes rewarding inventors a
secondary consideration. An election of protection requirement would
still provide sufficient incentives for invention, whereas the incremental
increase in incentives caused by multiple protection is minimal, if not
speculative.
Multiple protection impedes the progress of technology by thwarting the disclosure function of the intellectual property system. When
Technology moves now with a speed once undreamed of-its swift march dictates
a shortening of the life of a patent. Industries move at very different temposunlikeness suggests life spans accommodated to their distinctive requirements.
The patent system itself is not designed to give protection at all points where creation touches the industrial arts; if it is to fit neatly, its life span needs to be mea-

sured to a variable necessity.
W. HAMILTON, PATENTS AND FREE ENTERPRISE 157 (TNEC Monograph No. 31); White,

supra note 210, at 842-43.
229. A patent may take several years to issue, while a copyright generally can be obtained in a matter of weeks or months. Patent protection lasts for 17 years, while copyright endures for 75 years from date of first publication on a work made for hire. See
supra note 222.
230. For example, copyright protection would not protect what many programmers
perceive to be the most valuable aspect of a program, the underlying algorithm, whereas
patent protection in many cases likely would protect the underlying algorithm. See Stout,
supra note 66, at 238.
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viewed as a machine part, a program as embodied in software is disclosed to the public when placed on the market. Once a patent on the
program has expired, the public should be able to utilize this form of
disclosure by copying the program. This possibility is negated, however,
by multiple protection, since a copyright on the program would remain
23
in force well beyond the seventeen-year term of the patent. '
Multiple protection also retards the progress of technology by allowing copyright protection, the term of which greatly exceeds the program's useful life, to be granted for all patentable programs. To the
extent that an election of protection requirement encourages programmers to opt for the shorter, yet potentially more valuable, patent protection, this shorter monopoly forces the programmer to remain
competitive. To the extent that a dynamically competitive market fosters newer, cheaper, and more efficient programs, the constitutional
policy of promoting the progress of technology is furthered.
V.

MAKING AND IMPLEMENTING AN ELECTION
OF PROTECTION
A.

1.

MAKING THE ELECTION

Copyright vs. Patent Protection

A choice between patent and copyright protection for computer
programs would generally seem to be a "win-win" situation. 232 The seventy-five year duration of copyright and the decidedly broader, albeit
shorter, scope of the patent grant both offer programmers acceptable
modes of protection. 23 3 Nonetheless, if the election of protection doctrine is adopted by the courts or the Patent and Trademark Office, a
choice between the two forms of protection will need to be made, and
all concerned would likely want to make the "right" choice.
It would be impossible to provide a broad rule of thumb concerning
which form of protection is best for any particular invention. Indeed, a
substantial factor in making the choice would be the personal prefer231. Unfortunately, the election of protection doctrine could have a negative effect on
the written aspects of program disclosure. If a programmer is required to make an election, and chooses copyright protection, only the first and last 25 pages of program need be
deposited. See supra note 202. Conversely, the entire program must be deposited as part
of the enabling disclosure when making a patent application. Id This problem could easily be solved, however, by simply requiring that registrants for copyright deposit their entire program with the Copyright office.
232. Election of protection schemes involving the design patent-utility patent overlap
gave author-inventors cause for concern, in that one could conceivably make what later
proved to be the wrong choice. See generally Gambrell, supra note 13. See also Pogue,
supra note 8, at 35.
233. But see Samuelson, supra note 1, at 754-60 (noting the shortcomings of both forms
of protection).
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ences of the author-inventor or his attorney. Nonetheless, the following
guidelines may assist author-inventors in electing protection.
a. Scope of protection: In many ways, copyright protection would
seem to be the best choice between patent and copyright protection for
programs. 23 4 When compared to patent, copyright is by far the more attractive alternative as a result of its minimal disclosure requirements. 5
A program's most vulnerable feature is its ease of duplication, against
which the copyright laws protect quite nicely.2 36 A copyright is obtained much more quickly and less expensively than a patent,237 is sub234. Id. at 722.
235. See supra note 202. Even though a patent applicant is required to disclose his invention once the patent issues, prior to issuance, the application is kept confidential by
the Patent Office. 35 U.S.C. § 122 (1982).
236. See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240 (3d Cir.
1983). The Apple Computer decision resulted in a reported out-of-court settlement of $2.5
million. The settlement permitted Franklin to continue business as usual, but eventually
requires Franklin to install its own operating system in its computers. 27 PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 662, at 227-28 (Jan. 12, 1984).
237. Copyright registration takes at most a few weeks or months, while it may take
several years for a patent to issue. Copyright registration fees are generally $10 or less.
17 U.S.C. § 708(a) (1982). By contrast, the basic filing fee for a patent is $150 for a small
entity and $300 for other than a small entity. 37 C.F.R. § 1.16(a) (1985). Generally, a
small entity is an organization employing less than 500 persons. Id § 1.9.
The Patent Office is currently working to narrow the present gap between obtaining
copyright and patent protection by automating the Patent Office. On December 12, 1980,
President Carter signed into law a patent reform bill, H.R. 6933, which provided, among
other things, that the Commissioner of Patents and Trademarks would report to the Congress within two years on the feasibility of automating the Patent Office:
SEC. 9. The Commissioner of Patents and Trademarks shall report to Congress, within two years after the effective date of this Act, a plan to identify, and
if necessary develop or have developed, computerized data and retrieval systems
equivalent to the latest state of the art which can be applied to all aspects of the
operation of the Patent and Trademark Office, and particularly to the patent
search file, the patent classification system, and the trademark search file. The
report shall specify the cost of implementing the plan, how rapidly the plan can
be implemented by the Patent and Trademark Office, without regard to funding
which is or which may be available for this purpose in the future.
Act of Dec. 12, 1980, Pub. L. No. 96-517, § 9, 94 Stat. 3015, 3028 (codified at 35 U.S.C. § 14
note (1982)).
In 1982, Commissioner Mossinghoff submitted to Congress a master plan for total
automation of the Patent and Trademark Office by 1990. The $300 million plan is being
implemented in three stages. The first stage will involve automation of the trademark
functions of the PTO, the second stage will involve automation of all patent operations,
and the third stage will provide worldwide electronic access and expanded dissemination
capabilities. 25 PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 610, at 176, 183-86 (Dec. 22,
1982).
The planned automation of the PTO would speed up the patent application process
significantly. Much of the current paper files of prior art patents would be replaced by
easily accessed electronic text and digital image data bases. Currently, the PTO is on
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ject only to the general requirement of originality, and is never held
invalid on grounds of obviousness or lack of invention. 238 Finally, copyright protection extends to "derivative works," the analog to the patent
law "doctrine of equivalents.

'239

schedule to achieve the goal of reducing the average waiting period for issuance of a patent to 18 months by 1987. In 1984, the PTO expected to turn the corner by processing
more applications than it received. 26 PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 642,
at 368-69 (Aug. 18, 1983). See also 27 PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 676, at
637-38 (Apr. 19, 1984).
In addition to speeding up the application process, it is hoped that the automation of
the PTO will help to curb the high percentage of litigated patents held invalid on obviousness grounds by providing examiners a more complete picture of the prior art. See
i7fra note 287 and accompanying text.
238. See Selinger, supra note 193, at 75-76 & n.45.
239. 17 U.S.C. § 103 (1982). A "derivative work" is defined as
a work based upon one or more preexisting works, such as a translation, musical
arrangement, dramatization, fictionalization, motion picture version, sound recording, art reproduction, abridgement, condensation, or any other form in which
a work may be recast, transformed, or adapted. A work consisting of editorial
revisions, annotations, elaborations, or other modifications which, as a whole, represent an original work of authorship, is a "derivative work."
17 U.S.C. § 101 (1982). There is a fairly close relationship between copyright protection
for derivative works and patent protection for substantial equivalents of a computer program. The doctrine of equivalents extends patent protection to works which perform substantially the same function of the patented work in substantially the same way. See
supra notes 121-22 and accompanying text. Generally, a program which is a "derivative
work" of a copyrighted program would perform substantially the same function as that
program in substantially the same way, much as a movie (which is a derivative work of a
copyrighted book) would convey substantially the same information to the listening audience. As with the book and movie, there may be slight differences between the original
program and its derivative. The essential "theme" of the work, however, would be the
same. Otherwise, the second program would not be a derivative work, it would be a new
work. In this sense, a derivative work is "substantially similar" to the copyrighted work;
substantial similarity is one of the tests for copyright infringement. See supra note 16.
See generally SAS Inst., Inc. v. S & H Computer Sys., Inc., 605 F. Supp. 816 (M.D. Tenn.
1985).
Because copyright protection extends to derivative works, and because a derivative
work of a program would generally perform substantially the same function as that program in substantially the same way, a derivative work would generally infringe both a
copyright and a patent on the original work. A program which infringes a patent through
the doctrine of equivalents, however, would not always infringe a copyright on that program as a derivative work. A patent on a program would likely protect the underlying
algorithm of the program through the doctrine of equivalents. Copyright protection extends only to the program's software expression, not the underlying algorithm. See infra
notes 243-44 and accompanying text. For example, assume there are two programs, one
which is both patented and copyrighted, and a second program, developed after the first,
which is not patented. Assume that the second program's algorithm is so similar to the
patented program's algorithm that the two perform substantially the same function in
substantially the same way. In such cases, the patent is infringed. The same program,
however, might not infringe the copyright on the patented program as a derivative work.
The particular form of expression of the second program, as fixed in the software me-
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Copyright protection, however, is not without its limitations when
compared to patent protection. Neither patent nor copyright protection
extends to ideas.240 Patent protection, however, comes closer to protecting ideas than does copyright. Copyright only protects against copying
or producing substantially similar forms of the copyrighted expression. 241 A patent, on the other hand, gives the author an exclusive right
to make, use, or sell the art disclosed.242 This has been interpreted to
mean that patent protection may extend to the underlying algorithm of
the program, 2 43 which most computer scientists regard as the most valuable aspect of a program, and to which copyright protection does not
extend.

2 44

When compared with the rather narrow range of protection afforded by copyright, patent protection would appear to offer the greatest amount of protection, 245 and in that sense would be the superior
choice. Programmers, however, most likely fear others copying their
246
programs more than independent creation or substantial equivalents.
Indeed, in most of the decided cases, copying had been readily estabdium, may be too unlike the copyrighted program's expression to be termed a "derivative
work" for purposes of copyright infringement. In this sense, the doctrine of equivalents
of patent law offers broader protection than the copyright protection of derivative works
or substantially similar works.
240. Baker v. Selden, 101 U.S. 99, 104-105 (1879). See also Gottschalk v. Benson, 409
U.S. 63, 71-72 (1972) (no patent for ideas); 17 U.S.C. § 102(b) (1982) (no copyright for
ideas).
241. 17 U.S.C. § 106 (1982); Stout, supra note 66, at 233. But see SAS Inst., 605 F. Supp.
at 816 (in addition to copying of specific lines of code, the court was persuaded that defendant had copied the organization and structural details of the copyrighted program in
finding substantial similarity between the copyrighted work and infringing work).
242. Baker, 101 U.S. at 105. Thus, a patent can be infringed even by an inventor who
independently recreates the invention. 4 D. CHISUM, supra note 5, § 16.02[2], at 16-9. See
also Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 478 (1974). Independent creation if
proven, however, is a complete defense to copyright infringement. See, e.g., Fred Fisher,
Inc. v. Dillingham, 298 F. 145, 150-51 (S.D.N.Y. 1924) (L. Hand, J.).
243. Stout, supra note 66, at 238. But see Gottschalk v. Benson, 409 U.S. 63, 71-73
(1972) (patent protection does not extend to mathematical algorithm). See supra note 114.
244. Samuelson, supra note 1, at 755.
245. Selinger, supra note 193, at 66.
246. It has been noted, however, that most computer scientists do not regard copyright
as a satisfactory means for protecting programs. See generally Samuelson, supra note 1, at
754-55. This is because the true value of programs often lies not in the coding as expressed in software, but in the more general algorithm or structure, to which copyright
protection would probably not extend. In this sense, patent protection could offer more
satisfactory protection by protecting the algorithm itself. See Stout, supra note 66, at 238.
Even if patent protection extended to the general algorithm or structure of the program,
however, the vast majority of programs would be unable to utilize this protection due to
the general lack of novelty or unobviousness of most programs which precludes most programs from patent protection.
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lished. 247 Thus, the seventy-five year duration of copyright protection
would seem to loom large against the seventeen-year patent grant, to
the extent that both protect against slavish copying.
b. Proof of infringement: To prove infringement of copyright, an
author must be able to prove either that there was direct copying or
that the accused infringer had access to the copyrighted work and that
the accused work is substantially similar to the copyrighted work. 248 In
contrast, a patentee can establish infringement merely by showing that
the defendant made, used, or sold the patented device. 249 Patent infringement may be proven by demonstrating that the accused device literally infringes the patent, in that the claims of the patented device
"read on" the accused device. 250 Patent claims, however, are generally
read more broadly, protecting against an accused device which, although
failing to correspond to the literal claims of the patent, performs substantially the same function in substantially the same way to obtain the
same result.251 This test for infringement, known as the doctrine of
equivalents, 25 2 would likely protect the underlying algorithm of the
253
program.
In the area of potential defenses to infringement, patent protection
would appear to maintain a slight edge over copyright, assuming the
patent is valid. One who infringes a copyright may nonetheless be allowed to copy the work, if it can be shown that this copying was a "fair
use" of the copyrighted work. 254 The copyright laws also permit one to
255
make copies of programs for archival and other limited purposes.
247. See, e.g., Apple Computer, Inc. v. Franklin Computer Corp., 714 F.2d 1240, 1245
(3d Cir. 1983); Hubco Data Prods. Corp. v. Management Assistance Inc., 219 U.S.P.Q.
(BNA) 450, 456 (D. Idaho 1983).
248. 3 M. NIMMER, supra note 16, § 13.01[B].
249. 35 U.S.C. § 271(a) (1982).
250. 4 D. CHISUM, supra note 5, § 18.03[4].
251. Id § 18.04.
252. I&
253.

Stout, supra note 66, at 238.

254. 17 U.S.C. § 107 (1982). See, e.g., Sony Corp. v. Universal Studios, Inc., 464 U.S. 417
(1984).
255. 17 U.S.C. § 117 (1982) provides:
Notwithstanding the provisions of section 106, it is not an infringement for
the owner of a copy of a computer program to make or authorize the making of
another copy or adaptation of that computer program provided:
(1) that such a new copy or adaptation is created as an essential step in the
utilization of the computer program in conjunction with a machine and that it is

used in no other manner, or
(2) that such new copy or adaptation is for archival purposes only and that
all archival copies are destroyed in the event that continued possession of the

computer program should cease to be rightful.
Any exact copies prepared in accordance with the provisions of this section

may be leased, sold, or otherwise transferred, along with the copy from which
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The patent laws, by contrast, would likely prevent copying of programs
even for personal use or archival purposes, since this would violate the
256
patent owner's exclusive right to "make" the patented invention.
The defense of independent creation, available in copyright infringe257
ment cases, would also be of no use in patent cases.
c. Remedies: A contest between patent and copyright remedies
would likely result in a draw. 258 Patent offers potentially greater monetary awards for infringement, while copyright offers greater certainty
of recovery.

Both the copyright and patent laws allow one to recover damages
for infringement. 259 Proving damages is less burdensome under the

copyright laws, however. A copyright owner is entitled to refer to the
infringer's profits to establish the amount of damages. 260 In proving
these profits, the copyright owner need only present proof of the insuch copies were prepared, only as part of the lease, sale, or other transfer of all
rights in the program. Adaptations so prepared may be transferred only with the
authorization of the copyright owner.
256. 35 U.S.C. § 154 (1982). The so-called "first sale rule" would not likely permit the
owner of a patented program to make additional copies. The first sale rule permits one
who purchases a patented article to use or resell it without violating the patent laws. See
generally 4 D. CHISUM, supra note 5, § 16.03[2]. This rule does not, however, give the purchaser the right to make additional copies of the patented invention, and should not,
therefore, permit purchasers of patented software to make such copies.
257. See supra note 242 and accompanying text. The concept of independent creation
has been nicely illustrated by Judge Learned Hand in the case of Fred Fisher, Inc. v. Dillingham, 298 F. 145, 151 (S.D.N.Y. 1924). Given two map makers, both of whom are perfectionists, a map of the same geographic locality would be virtually identical if made by
both map makers. Nonetheless, if independently created, each would qualify for copyright protection. By contrast, the patent laws would allow (assuming maps were subject
to patent protection) the first to make the map to receive patent protection while the second inventor would get nothing.
258. Both the copyright and patent statutes provide for injunctive relief and attorney's
fees. See 17 U.S.C. §§ 502, 505 (1982); 35 U.S.C. §§ 283, 285 (1982). Attorney's fees may be
more difficult to obtain under the patent laws, which permit the court to award such fees
only in "exceptional cases." 35 U.S.C. § 285 (1982). In SAS Inst., 605 F. Supp. at 816, however, the court refused to award attorney's fees to the owner of a copyrighted computer
program despite the willful, unlawful conduct of the infringer, which included efforts to
mask infringement through the excision of certain lines of the copyrighted program.
259. 17 U.S.C. § 504 (1982); 35 U.S.C. § 284 (1982).
260. The copyright statutes provide that the copyright owner who prevails in an infringement action may recover the actual damages he has suffered as a result of the infringement, plus any profits of the infringer that are attributable to the infringement. 17
U.S.C. § 504(b) (1982). This rather curious provision of the statute has been interpreted to
mean that to the extent the copyright owner's awarded damages include his own lost profits, these lost profits will be deducted from the infringer's profits in making an award of
the latter to avoid double counting of damages. 3 M. NIMMER, supra note 16, § 14.01[B], at
14-4. See also Taylor v. Meirick, 712 F.2d 1112, 1120 (7th Cir. 1983). Thus, it appears that
the maximum award a copyright owner could receive for infringement would be his own
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fringer's gross revenue from sale of the infringing work. The infringer
then bears the burden of establishing his or her deductible expenses or
elements of profit attributable to factors other than the copyrighted
26 1
work.
Proof of a patentee's damages, by contrast, are generally the patentee's burden alone. Patent damages are established by proving lost sales
and profits suffered by the patentee or with reference to a hypothetical
"reasonable royalty" for the infringer's use of the invention.26 2 The
plaintiff in patent cases bears the burden of proving his own lost profits
and lost sales. If such proof is inadequate, or if the patentee does not
himself sell the product, he must then set forth evidence to establish a
reasonable royalty.

263

The copyright laws thus make an author's task of proving damages
less difficult than the patentee's. The patent laws, however, offer the
potential for greater monetary recovery by permitting the trial court to
treble the damages found or assessed. 264 The decision to award treble
damages is in the trial court's discretion,265 but this discretion is normally only exercised in cases of willful and wanton infringement or bad
proven damages, plus the infringer's profits to the extent those profits were not already
used in calculating the copyright holder's damages.
The copyright owner may elect to recover statutory damages in lieu of actual damages
and profits. Statutory damages may range from $250 to $10,000, as the court determines is
just under the circumstances. 17 U.S.C. § 504(c)(1) (1982). The statutory award may be
increased to $50,000, in the court's discretion, where willful infringement is shown. The
court may also reduce the statutory damages to not less than $100 where the infringement
is shown to have been innocent. Id. § 504(c)(2).
261. Id. § 504(b).
262. See generally 5 D. CHISUM, supra note 5, § 20.03[3]. The infringer's profits are one
of several factors used in establishing what would have been a reasonable royalty. Id.
§ 20.03[3][b][iv]. Other factors include prior and existing licenses under the patent, industry custom and licenses on comparable patents, the patent owner's licensing policy and
relation with the infringer, comparative utility and noninfringing alternatives, collateral
benefits and conveyed sales, improvements, small parts and apportionment, state of development and commercial success, and duration of the patent. See generally id. § 20.03[3].
263. Zegers v. Zegers, Inc., 458 F.2d 726, 730 (7th Cir.), cert. denied, 409 U.S. 878 (1972).
See generally 5 D. CHISUM, supra note 5, § 20.03[3][c].
264. 35 U.S.C. § 284 (1982) provides:
Upon finding for the claimant the court shall award the claimant damages
adequate to compensate for the infringement, but in no event less than a reasonable royalty for the use made of the invention by the infringer, together with interest and costs as fixed by the court.
When the damages are not found by a jury, the court shall assess them. In
either event the court may increase the damages up to three times the amount
found or assessed.
The court may receive expert testimony as an aid to the determination of
damages or of what royalty would be reasonable under the circumstances.
265. Topliff v. Topliff, 145 U.S. 156, 174 (1892).
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faith litigation. 266 Direct copying of the patented device is one factor
which has been used to support a finding of willfulness, resulting in an
award of treble damages. 26 7 Thus, if one could prove in an infringement suit that the program was directly copied, then a finding of willful
infringement, for which treble damages could be awarded, would be
likely. Since three times the plaintiff's damages awarded for willful
patent infringement would generally constitute a much larger sum than
the plaintiff's damages plus the infringer's profits, patent protection appears to offer greater protection than copyright in terms of potential
268
monetary remedies and deterrence to slavish copying.
It is apparent that copyright protection is superior to patent protection in that it is easier and cheaper to obtain, requires minimal disclosure, and is never held invalid for obviousness or lack of novelty.
Copyright law also makes proof of damages less burdensome than the
patent laws. Patent protection, on the other hand, protects against
much more than copying of the software by covering substantial
equivalents of the patented program. Patent protection may also extend to the underlying algorithm, unlike copyright. Patent remedies offer potentially greater monetary rewards by providing for treble
damages against willful infringers, thus providing greater deterrence
against copying. Assuming the patent is valid, patent law provides
fewer defenses to infringement than copyright.
266. 5 D. CHISUM, supra note 5, § 20.03[4][b], at 20-174.
267. Other factors include knowledge of the existing patent, continued sales, and absence of reliance on the advice of counsel. See, e.g., Milgo Elec. Corp. v. United Business
Communications, Inc., 623 F.2d 645, 665-66 (10th Cir. 1980). For more factors which lead a
court to find willful infringement, see Pavlak, The IncreasingRisk of Willful Patent Infringement, 65 J. PAT. OFF. Soc'y 603 (1983). In Milgo, the trial court found the plaintiff's
damages due to lost profits to be $621,968. That figure was trebled as a result of the
proven willful infringement. Including prejudgment interest, attorney's fees, and costs,
the total damage award, with trebling, came to $2,340,726. Milgo, 623 F.2d at 662-63.
268. This is true so long as the infringer's profits are less than or equal to three times
the plaintiff's lost profits attributable to the infringer's profits. For example, assume that
the plaintiff is able to prove he suffered $100,000 in lost profits as a result of the defendant's infringement. Assume that the defendant, however, made a profit of $150,000 by
selling the infringing goods. Copyright law would permit the plaintiff to recover his lost
profits, $100,000 plus the defendant's profits to the extent those profits were not recovered
in the form of damages. In this case, that amount would be $150,000 - $100,000, or $50,000.
Plaintiff's total recovery would thus equal $150,000 or defendant's total profits. Thus it is
probably accurate to say that when the infringer's profits exceed the plaintiff's profits in
copyright cases, the plaintiff is entitled to either his proven damages or the defendant's
profits, but not both. See Taylor v. Meirick, 712 F.2d 1112, 1120 (7th Cir. 1983).
In the above example, if the infringed article was subject to patent protection, the
patent owner could be awarded as much as $300,000 if willful infringement could be
shown. To obtain the same amount under copyright, it would be necessary for the infringer's profits to be three times the plaintiff's lost profits, an unlikely situation.
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Making the Choice-Patentor Copyright

a. Patentable programs: Deciding which form of protection to select in an election of protection scheme would by necessity depend on
the particular program and programmer involved, and which of the previously-noted distinctions between patent and copyright protection are
deemed most significant. If a patent is obtained for the program itself,
patent protection would generally be the preferred choice. Most programs will have become commercially obsolete by the time the patent
has expired, and the longer duration of copyright protection would not
therefore be needed. 269 Both patent and copyright would protect
against copying of the program, but patent protection is superior to the
270
extent that it protects the underlying algorithm.
If the programmer or his employer is financially established, the
potentially costly process of acquiring a patent 271 would seem to be a
small price to pay for the benefits conferred. If, however, the owner of
the program is a small company or a new entrant in the market, the
faster, much less expensive process 27 2 of obtaining a copyright may be

deemed the decisive factor in making the choice. 273 The new entrant is
not likely to be as concerned about protecting the underlying algorithm
of his program as he would be about guarding against the outright
piracy of the program itself. Copyright protects against piracy quite
well.2 7 4 The new entrant, perhaps more than an established company,
269. See supra note 193 and accompanying text. It is important to distinguish commercial obsolescence from technological obsolescence. A computer program may become
technologically obsolete very shortly after introduction into the market, because of the
rapid pace of state of the art advancements. Such programs, however, are not necessarily
commercially obsolete. Even though the present technology is superior to the program,
that program may still have a viable market. Such a market would generally comprise
those who either do not need or cannot afford the more advanced program, which would
carry a premium price tag. For example, word processors could be considered the state of
the art in typing technology, rendering manual or simple electric typewriters technologically obsolete. Manual or electric typewriters are not commercially obsolete, however,
because there is still a market for them. Many cannot afford a $5000 word processor, but
can afford a $200 electric typewriter.
270. See supra notes 240-44 and accompanying text. Under the proposed election of
protection scheme, if the patent is later held invalid, the inventor would still be permitted
to register for copyright protection for this program, or to continue existing copyright protection. Thus, there would be little to risk in selecting patent protection. Additionally,
the proposed scheme would allow the inventor to obtain copyright protection during the
pendency of the patent application, when the risk of piracy may be greatest. See infra
notes 280-83 and accompanying text.
271. See supra note 237 and accompanying text.
272. Id.
273. As a practical matter, the proposed scheme would not require a choice to be made
until the inventor is notified that the patent will issue, at the earliest. See infra notes 28083 and accompanying text.
274. See supra note 247 and accompanying text.
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also requires immediate protection, which copyright provides.2 7 5
b. Programs utilized by patentable processes or apparatus: The
choice between patent and copyright protection becomes more complex
when patent protection is sought, not for the program itself, but for a
process or apparatus utilizing a program for which copyright protection
is also desired. As was previously demonstrated, if the program is an
essential component of the processor apparatus, a copyright on the program would in effect extend the patent monopoly on the process or apparatus, and an election of protection would be necessary.27 6 Under
such circumstances, a patent on the process or apparatus would protect
against copying of the program for purposes of sale under the doctrine
of contributory infringement.
If, however, the program is not an essential element of the process
or apparatus, then copyright protection would be appropriate for the
program. Under such circumstances, a copyright on the program would
not extend the patent protection on the process or apparatus, and thus
2 77
there would be no multiple protection.
Thus, the initial question facing someone who wishes to patent an
apparatus or process utilizing a computer program is whether the program is an essential element of the process or apparatus. If the answer
is no, then there is no danger of multiple protection, and copyright protection for the program would be proper even if the apparatus or process utilizing it were also protected by patent. If the answer is yes, then
multiple protection would exist unless an election were made.
In determining whether the computer program is essential to the
patented process or apparatus, it is necessary to ask whether the process
or apparatus as a whole would perform its intended function substantially unimpaired if the program were removed. For example, assume
that General Motors has developed a new type of computerized fuel in275. See supra note 237.
276. See supra notes 128-39 and accompanying text. Indeed, copyright protection
might be wholly precluded in such circumstances as an attempt to copyright either a
machine part or process, both of which are excluded from protection under the copyright
laws. See Brown Instrument Co. v. Warner, 161 F.2d 910, 911 (D.C. Cir.), cert. denied, 322
U.S. 801 (1947). 17 U.S.C. § 102(b) (1982) provides: "In no case does copyright protection
for an original work of authorship extend to any idea, procedure, process, system, method
of operation, concept, principle, or discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work." In its legislative history, Congress stated that § 102(b) was intended to apply to computer programs. "Section 102(b) is
intended .. . to make clear that the expression adopted by the programmer is the copyrightable element in a computer program, and that the actual processes or methods embodied in the program are not within the scope of the copyright law." H.R. REP. No. 1476,
94th Cong., 2d Sess. 57, reprinted in 1976 U.S. CODE CONG. & AD. NEWS 5659, 5670.
277. See supra notes 140-47 and accompanying text.
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jector system for a car and seeks an apparatus patent. Since removing
the computer program from the system would, in all probability, significantly affect the intended function of the system (which is to inject
fuel), the program would be an essential element of the fuel injector,
and thus an election of protection-either a patent for the fuel injector,
278
or a copyright for the program-should be required.
Once it is established that a computer program is an essential element of the process or apparatus sought to be patented, an election of
protection would be required, and the same consideration involved in
27 9
making an election for patentable programs would apply.

B.
1.

IMPLEMENTING AN ELECTION OF PROTECTION SCHEME

When Would the Election Need To Be Made?

The primary concern with multiple protection is that it allows one,
through copyright, to extend protection over patented works well beyond the term of the patent. Thus, one should be required to make an
election at some point prior to the expiration of the patent. Requiring
that an election be made as soon as one applies for either patent or
copyright would be unfair, since a patent might never issue. On the
other hand, permitting one to wait until just before the patent expires
would, in effect, eliminate the election requirement altogether; one
could benefit from the patent during its life, then elect copyright protection immediately before the patent expired. The best course would
be to allow the author-inventor to wait until his patent application has
been approved or rejected. While the application is pending, the applicant would be able to make a reasonable assessment of which form of
protection would be best suited for the particular program involved.
A patent application is kept confidential by the Patent Office while
the application is pending.28 0 During this period, copying of the invention does not constitute patent infringement. 28 1 To avoid creating a
278. It might be argued that a program is not an essential element of a process or apparatus if it is readily interchangeable with programs sold by competing manufacturers.
Presumably, the availability of competing programs would ameliorate the monopolistic effect a copyright on the program would have over the process or apparatus. But whether
one producer or a group of competing sellers of programs is involved should make no difference for determining the essentiality of a program to a patented process or apparatus,
where the effect in either case is to extend the patent monopoly by preventing the program from entering the public domain upon expiration of the patent.
279. See supra notes 232-75 and accompanying text.
280. 35 U.S.C. § 122 (1982).
281. See, e.g., Milgo Elec. Corp. v. United Business Communications, Inc., 623 F.2d 645,
666 (10th Cir. 1980); Inject-O-Meter Mfg. Co. v. North Plains Fertilizer & Chem., Inc., 308
F. Supp. 538, 541 (N.D. Tex. 1970), affd, 439 F.2d 1138 (5th Cir.), cert. denied, 404 U.S. 824
(1971).
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window of vulnerability to piracy of the program while the patent application is pending, the applicant should be permitted to make a provisional election by obtaining a copyright on the program during the time
28 2
period between the application for and the issuance of the patent.
Once the patent issues, the programmer could simply elect to continue
the copyright and disclaim the patent, or terminate the copyright in lieu
of the patent.283 In this way, copyright protection could be used to protect the program during its most vulnerable period, when the risk of
the most serious form of infringement-slavish copying-is greatest. If
the patent never issues, then the copyright remains. If the patent does
issue, then and only then, would the programmer be required to make
his choice.
2.

Would an Election Be Binding?

Although the analogy is not perfect,28 4 an election of protection is
really nothing more than an election of remedies, which at common law
was said to be binding on the party making the election. 28 5 Generally,
the analogy should carry over to an election of protection for computer
programs; the election, once made, should be binding. 286 As was noted
282. A copyright on the program would permit the programmer to sell his program
with some protection. It would not, however, allow him to extend the patent monopoly
by waiting several years before applying for his patent. 35 U.S.C. § 102(b) (1982) provides:
A person shall be entitled to a patent unless(b) the invention was patented or described in a printed publication in this
or a foreign country or in public use or on sale in this country, more than one
year prior to the date of the application for patent in the United States ....
Thus, if the programmer obtains a copyright on the program, and either "publishes" the
program, or places it in public use or sale for more than a year before applying for his
patent, all patent rights would appear to be lost, on the theory that after one year of publication, use, or sale, the invention has entered the public domain. Ironically, however,
the reason for the rule vanishes if the invention is subject to copyright protection, which
prevents the program from being dedicated to the public.
283. This, too, is a form of multiple protection, given that other patentable, non-copyrightable inventions are not protected at all during the period when the application is
pending. The unique nature of programs, however, which enables them to be copied very
easily, justifies this rather mild form of special treatment.
284. See Gambrell, supra note 13, at 447 & n.26.
285. The election of remedies doctrine holds that:
An election once made between coexisting remedial rights which are inconsistent
is not only final and irrevocable and cannot be withdrawn without due consent,
even though it has not been acted upon by another to his detriment, but it is also
conclusive and constitutes an absolute bar to any action, suit, or proceeding based
upon a remedial right inconsistent with that asserted by the election, or to the
maintenance of a defense founded on such inconsistent right.
28 C.J.S. Election of Remedies § 29, at 1101-02 (1941) (footnotes omitted). See also Louis
De Jonge & Co. v. Breuker & Kessler Co., 182 F. 150, 152 (C.C.S.E.D. Pa. 1910).
286. See supra text accompanying notes 26 & 31.

COMPUTER/LAW JOURNAL

[Vol. VI

above, if a programmer could change his mind and decide to elect copyright protection during the term of the patent, this would extend the
monopoly over the program for a period of time equal to the number of
years for which patent protection had been used.
A problem with requiring an election to be binding emerges when
2 7
one elects patent protection and the patent is later held invalid. 8
Under such circumstances, the programmer should not be penalized for
having made what later turned out to be the wrong choice. The election
of protection doctrine presumes that the chosen form of protection will
not later fail. 288 If, therefore, the patent is held invalid, the programmer should be permitted to reinstate his copyright protection for the
statutory period, minus the number of years the patent had been in
force. An election scheme requires only that the programmer choose
one form of protection over the other, not that he be required to take a
statutory gamble, and be left without any protection if he loses that
gamble.
3.

PotentialIssues Raised by an Election of Protection Scheme

The election of protection scheme proposed above raises several interesting issues. For example, the owner of the copyright on a program
may be different from the owner of a patent on a process or apparatus
utilizing that program. The patentee may purchase or license the
software used as an element in his patented process or apparatus.
Under such circumstances, there could be no election, as the program
likely would already have been copyrighted by its owner, leaving the inventor with the sole option of patent protection. It would be absurd to
suggest that under these circumstances the election of protection doctrine would eliminate the copyright on the program once the patent on
287. It has been noted that as many as 70% of patents challenged in court are struck
down on grounds of invalidity. This figure represents an unfortunate distortion of the reliability of patent protection. Less than one percent of all patents issued are litigated.
Countless other patent cases are settled out of court, while still another unknown quantity of patents are subjected to intensive validity studies by patent attorneys who then decide not to challenge the patent. See PAT. TRADEMARK & COPYRIGHT J. (BNA) No. 485, at
A-1 (June 26, 1980). Many of the patents held invalid are invalidated on grounds of anticipation or obviousness. As the Patent Office becomes automated, prior art searches should
be accomplished with greater reliability, limiting the number of patents issued to those
truly deserving the grant, and decreasing the number of patents held invalid on anticipation or obviousness grounds. See supra note 237 and accompanying text.
288. This principle was noted in a case construing the election of protection doctrine
applied in the Korzybski case, discussed supra notes 32-40 and accompanying text. Said
the court: "The doctrine of [Korzybski] must rest upon the assumption that the owner of
the statutory monopoly has some power to protect his 'work,' for otherwise any dedication
would be without consideration." Vacheron & Constantine-Le Coultre Watches, Inc. v.
Benrus Watch Co., 260 F.2d 637, 642 (2d Cir. 1958) (L. Hand, J.).

1986]

ELECTION OF PROTECTION

the apparatus or process utilizing the program had expired. If the
programmer has obtained a copyright on his program, he should not be
penalized because one of his licensees later incorporates that program
as an element in a patented process or apparatus. On the other hand,
once the patent on the apparatus or process utilizing the program has
expired, the entire invention, including the program, theoretically
would become part of the public domain, 28 9 suggesting copyright protection should then cease.
A compromise could be struck to mitigate the harshness of either
extreme. Upon purchasing the license to incorporate the program in an
invention, the programmer and licensee could agree that upon expiration of the patent, copying of the program would be allowed only for
use in connection with the invention for which the patent had been obtained. The licensor could adjust his price to compensate for this partial
and premature dedication of his work; copyright protection would remain for all other uses of the program.
Another potential concern of the election of protection scheme occurs when copyright protection is elected over patent protection. Once
again, this problem is primarily related to the duration of copyright.
One of the benefits of an election of protection scheme is realized when
patent, rather than copyright, protection is elected. The greater disclosure requirements and shorter duration of the patent monopoly promote the progress of technology more effectively than is possible when
copyright protection is elected. Indeed, if copyright protection is chosen, technological development is stifled as a result of the minimal dis29 °
closure requirements of copyright registration.
All of the above problems could be alleviated by providing another
form of protection for software which would be of shorter duration than
patent protection, but would require some more meaningful form of discopyright practice. Various
closure than is required under current
29 1
schemes have already been suggested.
289. See supra notes 148-54 and accompanying text.
290. See supra note 231.
291. See, e.g., Davidson, supra note 102, at 760-84; Samuelson, supra note 1, at 766-67;
Note, Petty Patents in the Federal Republic of Germany: A Solution to the Problem of
Computer Software Protection?,8 Sw. L. REV. 888 (1976).
On November 8, 1984, President Reagan signed into law the Semiconductor Chip Protection Act of 1984, supra note 106. The Act creates a new, sui generis form of intellectual property protection for computer chips. The Act gives designers of new
semiconductor chip products the exclusive right to reproduce and distribute their products or "mask works" within the United States, and the exclusive right to import the protected chips into the United States, for a period of 10 years from the date the work is
registered or from the date the work is first exploited anywhere in the world, whichever
occurs first. 17 U.S.C. §§ 902, 905 (Supp. II 1985).
To obtain protection for a mask work, the owner must apply to the Register of Copy-
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CONCLUSION
The problems created when a computer program qualifies for both
patent and copyright protection arise as a result of a combination of factors, most notably the utilitarian nature of computer programs, and the
fact that copyright protection for such programs extends well beyond
the term of a patent. An election of protection requirement for such
programs would be a substantial step toward alleviating the problems
mentioned and would hopefully result in promoting the progress of
computer-related technologies to a greater extent than is presently the
case.
An election of protection requirement would not solve every problem, however. Most, indeed the vast majority, of programs will not
qualify for patent protection or be an essential component of a patented
process or apparatus. For these programs, present-day forms of protection are both inadequate and overbroad. Copyright protection is inadequate in a technological sense in that it fails to protect what may be the
most technologically valuable aspect of the program-the underlying
rights within two years after the date the work is first commercially exploited anywhere
in the world. If the Register of Copyrights is satisfied that the work is entitled to protection (and most will be), the Register will register the claim and issue a certificate of protection to the applicant under the seal of the copyright office. Id. § 908.
Unlike copyrighted works, the affixation of notice of registration is not a condition
of protection for mask works, but constitutes prima facie notice of protection for the
work. Notice may be given by affixing to the mask or chip the words "mask force," the
symbol *M*, or the symbol ( along with the name of the owner of the work. Id, § 909.
The owner of the mask work has the right to exclude others from (1) reproducing the
mask and/or the chip, (2) importing chip products embodying the work, or (3) inducing or
knowingly causing others to do (1) or (2). Id § 905.
The remedies for infringing a mask owner's rights include allowing the granting of
(1) injunctions to restrain infringement, (2) awards of actual damages plus the infringer's
profits (to the extent such profits were not used in calculating damages), (3) statutory
damages of up to $250,000 in lieu of actual damages and profits, (4) destruction of the infringing chip products, and (5) attorney's fees and costs to the prevailing party in the
court's discretion. I& § 911.
The use of mask rights applies only to semiconductor chips and the masks or stencils
used in making them. The legislative history of the Chip Act suggests that the availability
of mask protection precludes copyright protection for semiconductor chips. H.R. REP. No.
781, supra note 190, at 5-11, 1984 U.S. CODE CONG. & AD. NEWS at 5754-60. The program
encoded on the chip, as embodied in tape or disk, however, would still be copyrightable.
The shortened 10-year duration of chip protection would not extend beyond a 17-year
patent protecting the same chip or process or apparatus embodying it. A patent, however,
may extend the mask protection by protecting the chip for seven years after mask rights
have ended. Thus, the Chip Act creates the possibility of multiple protection for chips by
allowing patent protection, rather than copyright protection, to extend the shorter mask
right monopoly beyond the term of protection contemplated by Congress. The foregoing
arguments relating to requiring an election of protection therefore apply with equal force
to semiconductor chips protected by both mask right and patent protection.
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structure, or algorithm. Copyright protection is overbroad in a commercial sense in that in most cases, the term of protection for copyright
greatly exceeds the program's commercially valuable shelf life.
The technological inadequacies of the laws penalize the programmer, while the commercial overbreadth penalizes the consuming public.
While this problem is true under current protection schemes for all programs, the problem is greatest when the program is subject to both patent and copyright protection. By definition, a program that qualifies for
patent protection is new and is unlike any preceding it. One must proceed with caution when making generalizations, especially about unknown quantities such as patentable computer programs. It seems
fairly safe, however, to say that if a program qualifies for patent protection, it will be of great use to society. Because of this, society has a
great interest in learning how the program works and in providing the
optimal, rather than the maximum, amount of exclusive rights for such
programs. The election of protection requirement takes a step toward
this optimum protection level. To the extent programmers choose patent protection over copyright protection, a level of protection approaching the optimal is reached because of the greater disclosure
requirements and shorter duration of the grant as compared to copyright. In taking this step, it is hoped that the election of protection doctrine will be applied to patentable computer programs, leading the way
to a more acceptable level of protection for all programs.

